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STATEMENT OF RELATED CASES 

 Pursuant to Federal Circuit Rule 47.5, counsel for Plaintiff-Appellant 

McKesson Technologies Inc. states that no appeal in this action was previously 

before this or any other appellate court. 

 On April 20, 2011, this Court ordered rehearing en banc in Akamai 

Technologies, Inc. v. Limelight Networks, Inc., 629 F.3d 1311, on the following 

question, which is related to the questions presented in this case:  “If separate 

entities each perform separate steps of a method claim, under what circumstances 

would that claim be directly infringed and to what extent would each of the parties 

be liable?”  Id., Order, Nos. 2009-1372, -1380, -1416, -1417.  Accordingly, the 

Akamai case may be affected by this appeal. 

 



JURISDICTIONAL STATEMENT 

 Pursuant to Federal Circuit Rule 28(a)(5), McKesson takes this appeal from 

a final judgment.  The district court had jurisdiction under 28 U.S.C. §§ 1331 and 

1338.  On September 8, 2009, the district court granted summary judgment of non-

infringement.  On February 10, 2010, the district court directed the clerk to enter 

final judgment in favor of Defendant Epic Systems Corporation (“Epic”), and the 

clerk entered final judgment on February 11, 2010.  This Court has jurisdiction 

under 28 U.S.C. § 1295(a)(1). 
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RESPONSE TO THE EN BANC COURT’S QUESTIONS 

 The Court posed two questions in its order granting rehearing en banc:  

“Does the nature of the relationship between the relevant actors—e.g., service 

provider/user; doctor/patient—affect the question of direct or indirect infringement 

liability?”; and, “[i]f separate entities each perform separate steps of a method 

claim, under what circumstances, if any, would either entity or any third party be 

liable for inducing infringement or for contributory infringement?  See Fromson v. 

Advance Offset Plate, Inc., 720 F.2d 1565 (Fed. Cir. 1983).” 

 The relevance of the relationship between two or more actors depends on the 

basis for their asserted liability, and there are multiple bases for holding one actor 

jointly or vicariously liable for the acts of another.  As relevant here, an actor is 

liable for direct infringement if it:  knowingly combines its actions with those of 

another to practice an entire patented method; performs some method steps while 

directing, controlling, inducing, or failing to exercise a right to control another’s 

performance of the remaining steps; or otherwise acts in concert with another 

jointly to perform all of the steps.  Those traditional joint or vicarious liability 

doctrines reflect centuries of judicial experience with determining when it is just to 

hold one person accountable for another’s actions, and failure to apply them here 

would permit ready evasion of method claims.  A party could negate the patentee’s 
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right to exclude, and practice the patented method at will, simply by arranging for 

another to perform a single step of the process. 

While no particular relationship between the actors is necessary under those 

traditional doctrines of joint or vicarious liability, the actors’ relationship may be 

relevant or even conclusive.  For example, a particularly close relationship may 

evidence, or in some instances establish, that an actor had the requisite knowledge, 

that it directed, controlled, or induced the other, or that it had an implied agreement 

with the other.   

 A third party is also liable for induced or contributory infringement if 

multiple actors together performed an entire patented method and the third party 

induced or contributed to that performance.  In other words, a party otherwise 

liable for indirect infringement cannot escape liability by inducing or contributing 

to the performance of a patented method by multiple actors, as opposed to a single 

one.  That is true whether or not any of the direct actors would be liable for direct 

infringement.  Even if this Court were reluctant to hold one actor liable for direct 

infringement based on the combination of its conduct with another’s, there would 

be no reason to absolve a single actor from liability for inducing all of that 

conduct. 

 Finally, this and other courts have held that an actor that performs some 

steps and induces or contributes to another’s performance of the remaining steps is 
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liable for indirect infringement.  In modern parlance, that could be viewed as a 

species of direct infringement under the principles discussed above, a type of 

induced or contributory infringement, or both.  Regardless of the label, such an 

actor is legally responsible for the combined performance of the patented method. 

STATEMENT OF THE CASE  

 On December 6, 2006, McKesson filed this patent infringement suit against 

Epic alleging infringement of United States Patent No. 6,757,898 (“the ‘898 

patent”).  Epic moved for summary judgment of non-infringement on January 14, 

2008, claiming that McKesson could not prove that Epic induced anyone to 

infringe the patent because neither healthcare providers nor patients acting alone 

directly infringed.  The district court denied that motion.  A135.  Epic renewed its 

motion for summary judgment of non-infringement on April 1, 2009.  The district 

court granted that motion on September 8, 2009.  A divided panel of this Court 

affirmed on April 12, 2011, and the Court granted en banc rehearing on May 26, 

2011. 

STATEMENT OF FACTS  

A. McKesson’s Patented Method 

 Although the Internet paved the way for new methods of communication in 

a host of industries, including healthcare, it has paradoxically posed challenges for 

doctor-patient communication.  Patients desire efficient, secure, and trustworthy 

methods of communication with their doctors.  See A39 Col. 3:44-59; cf. A1193.  

5 



Throughout the 1990s, however, there were no commercial patient-provider 

interfaces online.  See A5398-99.  The prior art included some references to 

communicating with doctors over the Internet, but solutions lacked integration, did 

not provide a robust communication framework, and left unaddressed a need to 

give patients access to their medical records.  See A5412. 

 McKesson’s ‘898 patent addressed that need by disclosing an automatic, 

electronic method of communication between healthcare providers and patients 

over personalized webpages.  A39 Col. 4:41-44.  By its terms, the only 

independent claim asserted in this action, claim 1, requires actions by two parties:  

A patient (“user”) initiates a communication with a healthcare provider 

(“provider”), and the healthcare provider performs the remaining steps of the 

patented method.  The claim states in full: 

1. A method of automatically and electronically communicating 
between at least one health-care provider and a plurality of users 
serviced by the health-care provider, said method comprising the steps 
of: 

initiating a communication by one of the plurality of users to the 
provider for information, wherein the provider has established a 
preexisting medical record for each user; 

enabling communication by transporting the communication through a 
provider/patient interface over an electronic communication network 
to a Web site which is unique to the provider, whereupon the 
communication is automatically reformatted and processed or stored 
on a central server, said Web site supported by or in communication 
with the central server through a provider-patient interface service 
center; 
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electronically comparing content of the communication with mapped 
content, which has been previously provided by the provider to the 
central server, to formulate a response as a static or dynamic object, or 
a combined static and dynamic object; and 

returning the response to the communication automatically to the 
user’s computer, whereupon the response is read by the user or stored 
on the user’s computer, 

said provider/patient interface providing a fully automated mechanism 
for generating a personalized page or area within the provider’s Web 
site for each user serviced by the provider; and 

said patient-provider interface service center for dynamically 
assembling and delivering custom content to said user. 

A59-60 Col. 44:60-45:24 (emphasis added). 

This method facilitates direct communication between a patient and doctor 

while minimizing costs and staff training.  See A42 Col. 10:29-32.  The healthcare 

provider may “manag[e] call backs, as opposed to reacting to interruptions by call-

ins.”  A42 Col. 9:37-39.  The automated system also uses data that has already 

been entered into the doctor’s scheduling and billing systems, limiting the extra 

work or effort needed to set up the interface.  See A39 Col. 4:48-52. 

 In addition to controlling costs, the patented method makes patients safer.  

Because patients have their own personalized webpages, visit-specific content can 

be made available online following every visit to a healthcare provider.  See A39 

Col. 4:57-63.  The online content “offers the patient significantly more information 

than he/she could have absorbed during a typical visit with the physician.”  See 

A39 Col. 4:63-65.  More generally, patients can easily and efficiently 
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communicate with their own doctors, and they can be sure that the information 

they receive through the system is approved by their doctors and tailored to their 

individual needs.  See A40 Col. 5:4-16.  Patients may also submit appointment and 

prescription refill requests, for example, at their convenience.  See A39-40 Col. 

4:65-5:3. 

B. Epic’s Infringing MyChart Software 

 Epic develops and licenses software, including the accused MyChart 

software, to hospitals, doctors’ offices, and other healthcare providers, which in 

turn enroll their patients as MyChart users.  See A9, A1255.  Patients enrolled in 

MyChart may communicate with their doctors through personalized webpages to 

access medical records and other materials, such as treatment and scheduling 

information.  See A9; A1254-55.  Use of MyChart results in an economic benefit 

to healthcare providers.  See A5418.   

 Epic’s licensed healthcare providers create the entire MyChart environment 

and rules of the road for patients, who must contractually agree to a set of Terms 

and Conditions before accessing MyChart.  See A18; A5416.  A healthcare 

provider establishes unique identifiers and passwords for enrolled patients.  See 

A5415.  The patient can initiate a communication by using a username and 

password established by the healthcare provider to log into a personalized MyChart 

webpage, which is also established by the healthcare provider.  See A9; A1255.  
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During the login process, the healthcare provider must qualify and authenticate the 

patient.  See A5415.  The healthcare provider sends a “session cookie” to be stored 

on the patient’s computer, without which the MyChart communication could not 

continue.  A18; A5415.  The cookie generates a token that attaches to any action 

taken by the patient, directs the patient’s communication to appropriate files, and 

controls the other features and routines of the program.  See A5415.  The 

healthcare provider may terminate the patient’s use of MyChart at any time.  See 

A5416. 

 The healthcare provider controls the content of MyChart and has sole 

discretion over the options presented to the patient.  See A18; A5416.  Through a 

content-linking feature, a healthcare provider presents healthcare articles to a 

patient based on the patient’s existing records.  See A5416.  After the patient 

successfully logs into the provider’s website, MyChart automatically creates links 

to third-party content.  See, e.g., A3108; A5416; see also A3099.  If a patient clicks 

on a link to third-party content, MyChart formulates a query on behalf of the user 

based on the user’s age, sex, and standard industry diagnoses and medication 

codes.  See, e.g., A3108; A5417; see also A3099-100.  The communication is sent 

by the healthcare provider’s MyChart web server.  A5417; see also A3100.     
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C. Procedural History 

 McKesson filed this action on December 6, 2006, asserting that Epic 

infringes independent claim 1 and dependent claims 2-10, 12-14, and 16-18 of the 

‘898 patent.  McKesson alleges that Epic induced its licensed healthcare providers 

and their patients to infringe the patented method by using the MyChart software. 

The district court denied Epic’s first motion for summary judgment of non-

infringement, which relied on this Court’s holding in BMC Resources Inc. v. 

Paymentech, L.P., 498 F.3d 1373 (Fed. Cir. 2007), that a party is liable for joint 

infringement only if it directed or controlled the other joint infringer, A143.  But 

the court later granted Epic’s renewed motion for summary judgment after 

concluding that intervening decisions, including Muniauction, Inc. v. Thomson 

Corp., 532 F.3d 1318 (Fed. Cir. 2008), compelled it to find no direct infringement 

and, therefore, no inducement of infringement.  The district court held that, under 

Muniauction, there is no infringement here as a matter of law because patients 

“choose whether or not to initiate a [MyChart] communication with the provider 

and the user is not under any obligation” to do so.  A17. 

 While the district court thought that “the current state of the law requires that 

the Court grant Epic’s motion for summary judgment,” it questioned the wisdom of 

that outcome.  A19.  In the court’s view, this Court’s recent joint-infringement 

jurisprudence “severely limits the protection provided for patents which would 
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otherwise be valid and enforceable.”  Id.  Indeed, “[a] potential infringer seeking to 

take advantage of a patented process could likely avoid infringement simply by 

designing its otherwise infringing product in a way that allows customers to decide 

initially whether to access it.”  A19-20.  The court explained that “[t]his result 

weakens the policy of providing protection to those who devote the time and 

resources to develop otherwise novel and patentable methods.”  A20. 

 A split panel of this Court affirmed.  The majority concluded that Epic is not 

liable for inducement because there can be no indirect infringement without direct 

infringement, and “[a] method claim is directly infringed only if each step of the 

claimed method is performed by a single party.”  Slip op. at 6 (emphasis added).  

The majority found this single-actor rule dispositive because, “[w]ithout an agency 

relationship or contractual obligation, the MyChart users’ actions cannot be 

attributed to the MyChart providers, Epic’s customers.”  Id. at 8. 

 Judge Bryson concurred but wrote separately to state that, while he thought 

the majority’s decision was controlled by prior decisions of this Court, “[w]hether 

those decisions are correct is another question, one that is close enough and 

important enough that it may warrant review by the en banc court in an appropriate 

case.”  Id. at 1 (Bryson, J., concurring). 

 Judge Newman dissented.  She determined that the single-actor rule conflicts 

with prior Federal Circuit and Supreme Court precedent.  Id. at 11-12 (Newman, J., 
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dissenting).  “The common-law concept of joint tortfeasor has long been 

established in the patent arena,” Judge Newman explained, “and in its application 

the cases have turned on their particular facts,” not on a bright-line rule tied to 

agency or contractual obligations.   Id. at 11.  Judge Newman lamented that the net 

result of the majority’s decision is that “McKesson’s new method, and all such 

interactive methods, [are] open for infringement without redress,” even though 

“the patent meets every requirement of patentability and every step of the claimed 

method is practiced.”  Id. at 2, 5. 

 This Court granted en banc rehearing on May 26, 2011. 

SUMMARY OF ARGUMENT 

 The questions before this Court boil down to whether owners of an entire 

class of validly issued patents—those that contemplate joint action—should be 

denied any effective recourse for the violation of their exclusive rights.   In this 

case, healthcare providers and their patients practice the entire patented method; 

the healthcare providers perform all but one step of the method while encouraging 

and directing their patients’ performance of the other step; and Epic, McKesson’s 

competitor, profits from inducing all of this.  If McKesson’s right to exclude others 

from performing its patented method does not preclude this conduct, it effectively 

precludes nothing, and McKesson is left with a legal paradox—a presumptively 

valid patent that confers no right to exclude. 
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 I. There is no dispute that direct infringement of a method claim 

requires performance of all of the steps of the method.  And ordinarily, a single 

actor will be accused of performing all of the steps by itself.  But that does not 

mean that two actors can evade the Patent Act by dividing the steps among them. 

As analogous questions have arisen in other areas of law, the common law 

has, over time, “identif[ied] the circumstances in which it is just to hold one 

individual accountable for the actions of another.”  Sony Corp. Am. v. Universal 

City Studios, Inc., 464 U.S. 417, 435 (1984).  And the common law has developed 

a number of overlapping doctrines that work together to protect wronged parties.  

Until this Court’s decision four years ago in BMC, courts applied those doctrines in 

a number of patent cases to hold culpable actors accountable. 

 At least three of those traditional joint or vicarious liability doctrines apply 

here.  First, a party that knowingly combines its actions with those of another to 

commit a tort is liable even if each party’s acts, “standing alone, would not be 

wrongful, but together they cause harm to the plaintiff.”  Prosser & Keeton on 

Torts § 52, at 354 (5th ed. 1984).  Second, a party that directs, controls, induces, or 

fails to exercise a right to control another’s action is responsible for that action, in 

part because “one who accomplishes a particular consequence is as responsible for 

it when accomplished through directions to another as when accomplished by 

himself.”  Restatement (Second) of Torts § 877 cmt. a (1979).  Third, a party that 

13 



“does a tortious act in concert with [an]other or pursuant to a common design with 

him” shares liability for the tort.  Id. § 876(a). 

 Under those principles, at least the healthcare providers are liable for direct 

infringement.  A healthcare provider creates, operates, and controls the entire 

MyChart environment.  In doing so, it performs all method steps but one—the 

technologically trivial step of initiating a communication.  And the healthcare 

provider directs, induces, and has full knowledge of the patient’s performance of 

that step.  The healthcare provider creates each patient’s personalized webpage, 

account, and password, instructs the patient on how to use that account and 

password to initiate a communication, and performs the remaining steps. 

While the nature of the doctor-patient relationship is not necessary to that 

conclusion, it strongly supports it.  Whenever people act pursuant to a close, 

ongoing relationship, at least one of them is bound to have the requisite knowledge 

of their combined conduct, or to direct or induce the other’s conduct.  The doctor-

patient relationship raises an especially strong inference that patients act pursuant 

to their doctors’ directions.  Patients may not be legally obligated to follow those 

directions, but when they do, the doctors are responsible for the resulting conduct. 

In BMC, this Court established a direction-or-control test for joint 

infringement precisely because “a defendant cannot . . . avoid liability for direct 

infringement by having someone else carry out one or more of the claimed steps on 
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its behalf.”  498 F.3d at 1379.  By Akamai and this case, however, the direction or 

control test had shrunk to a control test limited to just two specific types of control, 

agency relationships and contractual obligations.  There is no legal or policy basis 

for limiting joint infringement to those two situations. 

To be sure, those are both situations in which one party directs, controls, or 

induces another, and is therefore responsible for the other’s actions.  But once this 

Court recognized that traditional theories of joint or vicarious liability should apply 

in patent cases to that extent, there was no basis for limiting their application to 

that extent.  All of the traditional theories work together to prevent ready evasions 

of a party’s legal rights, and nothing in the Patent Act suggests that Congress 

wanted to prevent only some of those evasions while sanctioning others.  

II. For those reasons, at least the healthcare providers are responsible for 

direct infringement.  But even if neither of the joint actors were directly liable, 

Epic would still be liable for inducing their combined performance of the patented 

method.  There is no dispute that a party can be liable for indirect infringement 

only if there was direct infringement, and that direct infringement of a method 

requires performance of all of the method steps.  But BMC erred in holding that a 

single actor must directly infringe by performing all of the steps itself.  Earlier 

decisions of this and other courts, including Fromson, 720 F.2d 1565, held that a 
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defendant could be held liable for indirect infringement even when no single actor 

performed all of the method steps.   

Unlike BMC, those decisions implement the policy underlying the indirect 

infringement doctrine, which is “to provide for the protection of patent rights 

where enforcement against direct infringers is impractical,” Aro Mfg. Co. v. 

Convertible Top Replacement Co., 377 U.S. 476, 511 (1964) (quotations and 

citation omitted), by providing a remedy when “the defendant displayed sufficient 

culpability to be held liable as an infringer,” Hewlett-Packard Co. v. Bausch & 

Lomb Inc., 909 F.2d 1464, 1469 (Fed. Cir. 1990).  If Epic were correct that no one 

is liable for direct infringement, enforcement against direct infringers would be not 

just “impractical,” but impossible.  And Epic, the mastermind of all of the 

concerted activity, is clearly culpable because it has intentionally induced and 

profited from the combined performance of the entire patented method. 

III. The text and context of the Patent Act confirm that Congress intended 

to incorporate traditional liability doctrines, not to take the unusual step of 

departing from them.  The Act grants each patent holder the right to exclude 

“others” from practicing the invention, and confirms that “whoever” practices the 

invention, also in the plural, infringes.  35 U.S.C. §§ 154(a)(1), 271(a).  Those 

broad provisions confirm that the right to exclude is not limited to a right to 

exclude single actors. 
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Any other conclusion would open an enormous and unjustified loophole in 

patent protection.  As noted above, it would effectively render a whole class of 

valid patents—those that contemplate action by more than one entity—

unenforceable and worthless.  It would also jeopardize all method patents because 

even if a method claim were drafted from the perspective of a single actor, parties 

could still choose to divide the steps, and then claim immunity on the ground that 

none of them individually practiced the entire method.  The patent right is far too 

important to permit private parties to eviscerate it in this manner. 

ARGUMENT 

Because the Patent Act does not expressly answer this Court’s questions, the 

Court must look to the “legal background of ordinary tort-related vicarious liability 

rules,” which Congress “intends its legislation to incorporate.”  Meyer v. Holley, 

537 U.S. 280, 285 (2003).  There is no patent-law exception to that principle; the 

same ordinary rules that apply in every other area of law generally apply to patent 

law as well.  See, e.g., MedImmune, Inc. v. Genentech, Inc., 549 U.S. 118, 128-29 

(2007) (applying traditional subject-matter jurisdiction rules in declaratory 

judgment action); eBay Inc. v. MercExchange, L.L.C., 547 U.S. 388, 390 (2006) 

(applying traditional four-part test for injunctions); Dickinson v. Zurko, 527 U.S. 

150, 165 (1999) (applying traditional standard of review for agency action). 
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Over the course of centuries, common-law courts developed a series of 

distinct but overlapping bases for joint and vicarious liability.  See Restatement 

(Second) of Torts §§ 875-879.  Together, those various doctrines identify the full 

set of “circumstances in which,” experience has shown, “it is just to hold one 

individual accountable for the actions of another.”  Sony, 464 U.S. at 435.  Because 

common-law principles reflect our legal system’s considered and nuanced 

determination of when one party should be held responsible for the acts of another, 

they are entitled to considerable respect. 

This Court’s recent BMC line of decisions erred by departing from 

longstanding common-law and patent-law precedents.  As Judge Newman 

explained, “[t]he common-law concept of joint tortfeasor has long been established 

in the patent arena.”  Slip op. at 11 (dissenting opinion).  Indeed, less than a year 

before BMC, this Court “discern[ed] no flaw” in a jury instruction that parties were 

liable if “‘the infringement is the result of the participation and combined action(s) 

of one or more persons or entities . . . .’”  On Demand Mach. Corp. v. Ingram 

Indus., Inc., 442 F.3d 1331, 1345 (Fed. Cir. 2006).  This Court should now return 

to and follow the traditional liability principles discussed below. 
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I. AT LEAST THE HEALTHCARE PROVIDERS ARE LIABLE FOR 
DIRECT INFRINGEMENT BASED ON THEIR JOINT 
PERFORMANCE OF THE PATENTED METHOD WITH THEIR 
PATIENTS. 

This Court asked whether “the nature of the relationship between the 

relevant actors—e.g., service provider/user; doctor/patient—affect[s] the question 

of direct or indirect infringement liability.”  With respect to direct infringement, at 

least three of the traditional bases for joint or vicarious liability are applicable here.  

Although the doctor-patient relationship is not necessary to liability under any of 

those doctrines, it strongly confirms that at least the healthcare providers are 

accountable for the joint performance of McKesson’s patented method.   

A. An Actor That Knowingly Combines Its Conduct With That Of 
Another To Produce A Tortious Result Is Liable For That Tort. 

1. An actor is liable for performing some method steps and 
knowingly combining that performance with another’s 
performance of the remaining steps.  

The common law has long imposed liability “where the acts of each of two 

or more parties, standing alone, would not be wrongful, but together they cause 

harm to the plaintiff.”  Prosser & Keeton on Torts § 52, at 354 (5th ed. 1984); see 

also Restatement (Second) of Torts § 879.  When a party knows that its acts will 

combine with another’s, it is liable for that combination. 

For example, if two doctors each administered a drug to a patient, and the 

combination caused a grave side effect, they could not escape liability on the 

ground that neither drug, acting alone, would have harmed the plaintiff.  Similarly, 
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two defendants would be jointly liable if each put a different substance in a 

victim’s coffee and the substances combined to form a poison, even though they 

would have been harmless individually.  See, e.g., Blair v. Deakin, 57 L.T.R. 522, 

525-26 (1887). 

Otherwise, the defendants “might all laugh at [the plaintiff] and say, ‘You 

cannot sue any one of us because you cannot prove what each one of us does 

would of itself have been enough to cause you damage.’”  Id. at 525.  Because that 

“would be a most unjust law,” it is not the law.  Id.  Neither actor would have been 

liable if its action had not combined with another party’s action, but its conduct is 

“wrongful because it is done in the context of what others are doing.”  Prosser and 

Keeton on Torts § 52, at 354. 

The common law and patent law have held actors accountable for knowingly 

combining their actions with another’s in a wide variety of circumstances.  For 

example, defendants are liable when their combined acts resulted in pollution or 

nuisance, but each defendant’s acts would not, by themselves, have done so.  Thus, 

although a party’s discharge of a substance into a river would not have been 

wrongful standing alone because it would not have harmed the water quality, it 

was wrongful when combined with discharges of others.  See, e.g., Hill v. Smith, 

32 Cal. 166, 167-68 (1867); Woodyear v. Schaefer, 57 Md. 1, 5 (1881); see also 

Woodland v. Portneuf Marsh Valley Irrigation Co., 146 P. 1106, 1106 (Idaho 
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1915).  In another leading case, a state supreme court found liability where 

individual structures built by different parties “caused and could cause no damage” 

by themselves, but together diverted water in a way that harmed the plaintiff.  

Town of Sharon v. Anahma Realty Corp., 123 A. 192, 193 (Vt. 1924). 

Courts have also held one actor liable even though its conduct would not 

independently have been tortious toward the plaintiff, and even though the other 

joint actor was not liable.  See Restatement (Second) of Torts § 883 & cmt. b.  A 

classic application of this rule occurs when one actor, while carefully driving a car, 

causes harm to someone as a result of an unknown defect caused by the negligence 

of another party, such as the car’s owner.  See Se. Greyhound Lines v. Callahan, 13 

So.2d 660, 663 (Ala. 1943).  In that situation, only the owner or other third party is 

liable, even though its acts alone would not have injured the plaintiff.   

In another case, a railroad company caused a gas leak and an individual lit a 

match, causing grave harm to others.  The court recognized that the individual’s 

liability turned on whether he knew of the gas leak, and the railroad was liable 

even if the individual was not because the railroad should have reasonably foreseen 

that an innocent individual might light a match or otherwise unintentionally ignite 

the leaked gas.  See Watson v. Ky. & Ind. Bridge & R.R. Co., 126 S.W. 146, 150 

(Ky. App. 1910).  Some but not all defendants were similarly liable in a securities 

fraud case where the actor who had approached the plaintiffs, and whose actions 
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were therefore necessary to the tort, was actually “a victim of the scheme rather 

than a knowing participant in it,” and thus not liable.  Stadia Oil & Uranium Co. v. 

Wheelis, 251 F.2d 269, 276 (10th Cir. 1957).  In all of these examples, defendants 

were liable because they knowingly combined their conduct with another’s, even 

though their actions standing alone would not have tortiously injured the plaintiff. 

This rule applies to strict-liability offenses such as patent infringement.  In 

one strict-liability case, for example, a state supreme court held a party liable for 

faulty construction because it “supplied the plans and specifications [and] also 

actively supervised” the construction, even though the court exonerated the 

construction company that actually undertook the construction.  See Kennecott 

Copper Corp. v. McDowell, 413 P.2d 749, 753 (Ariz. 1966). 

Before this Court’s recent decision in BMC, a number of patent cases 

followed those very principles.  An early patent treatise explained that, “[t]o use in 

part with intent that others shall complete the operation, . . ., is likewise an 

infringement.”  Robinson, 3 The Law of Patents for Useful Inventions, § 904, at 

63-64 (1890).  Thus, for example, when a vendor performed some steps of a 

patented method and knew that its customer would perform the remainder, courts 

held the vendor liable.  See Peerless Equip. Co. v. W.H. Miner, Inc., 93 F.2d 98, 

105 (7th Cir. 1937) (liable defendant had “knowledge that the [customer] will . . . 

complet[e] the final step of the process”); Solva Waterproof Glue Co. v. Perkins 
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Glue Co., 251 F. 64, 73 (7th Cir. 1918) (liable defendant acted “with the intention 

and for the purpose of bringing about its use in such a combination”); Mobil Oil 

Corp. v. W.R. Grace & Co., 367 F. Supp. 207, 253 (D. Conn. 1973) (liable 

“[d]efendant knew . . . that its customers would place the catalysts as sold by 

defendant into” final process steps); Rumford Chem. Works v. Hecker, 20 F. Cas. 

1342, 1346 (C.C.D.N.J. 1876) (No. 12,133) (liable defendant acted “with the intent 

and further purpose of enabling the buyer to” complete patented process). 

Conversely, courts have held a customer liable for patent infringement when 

it outsourced a single step or purchased “made to order” parts, while performing 

the other steps itself.  See Metal Film Co. v. Metlon Corp., 316 F. Supp. 96, 100 

n.12 (S.D.N.Y. 1970) (“defendants choose to have the vacuum metalizing . . . done 

by outside suppliers”); Marley Mouldings Ltd. v. Mikron Indus., Inc., No. 02 C 

2855, 2003 WL 1989640, *3 (N.D. Ill. Apr. 30, 2003) (customer purchased “made 

to order” parts while performing all other steps itself).  In those cases, the 

customers knew of the combination and bore legal responsibility.  

By emphasizing the defendant’s knowledge of the combination, those patent 

cases make clear that liability is based on knowingly combining one’s actions with 

those of another.  Because patent infringement is a strict liability tort, it is 

irrelevant whether a defendant knew of the patent at issue (just as ignorance of the 

law is no defense to a tort).  See, e.g., Global-Tech Appliances, Inc. v. SEB S.A., 
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131 S. Ct. 2060, 2065 n.2 (2011).  But the defendant must have known or at least 

have reasonably foreseen the other’s acts.  If the defendant did not know that its 

actions would combine with another’s, it would not be responsible for that 

combination. 

Indeed, when common-law courts held an actor liable for the combination of 

its acts with another’s, the courts typically emphasized the defendant’s knowledge 

of the combination, or it was obvious that the defendant knew of the combination.  

See, e.g., Town of Sharon, 123 A. at 192 (imposing joint liability for “passive 

concert or passive community” that showed knowledge); Barnes v. Masterson, 56 

N.Y.S. 939, 941 (App. Div. 1899) (two people deposited sand against the same 

neighbor’s retaining wall and caused it to collapse, even though neither alone 

deposited enough sand to do harm); Blair, 57 L.T.R. at 527 (“every manufacturer 

is aware of what is going to happen” through their separate discharges of materials 

into a river).  Similarly, a state supreme court declined to impose joint liability in 

another case precisely because neither actor had “acquiesced in the joint use” of 

drainage ditches that caused damage to the plaintiff.  Sloggy v. Dilworth, 36 N.W. 

451, 453 (Minn. 1888). 
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2. The healthcare providers’ close, ongoing relationship with 
their patients confirms their liability for knowingly 
combining their acts with their patients’ acts.  

Under those common-law and patent cases, no specific relationship between 

the actors is necessary.  Instead, the examples discussed above make clear that 

even otherwise independent actors are liable to the extent that they knowingly 

combine their actions to produce a tortious injury.  See also Restatement (Second) 

of Torts § 879 (entitled “Concurring or Consecutive Independent Acts” (emphasis 

added)).  The actors’ relationship can be important in practice, however.  When 

two parties combine their actions as part of a close, ongoing relationship, at least 

one of them will surely have the requisite knowledge.  If the law will impose 

liability on an otherwise independent party because it knowingly acted in the 

context of another’s actions, a party that knowingly acts in furtherance of its close, 

ongoing relationship with the other is even more clearly liable. 

Here, for example, at least the healthcare providers are responsible for the 

joint infringement.  A healthcare provider creates, operates, and controls the entire 

MyChart environment.  See pp. 8-9, supra.  In doing so, it performs all method 

steps but one—the technologically trivial step of initiating a communication.  Id. at 

10.  And the healthcare provider knows and intends that patients will perform that 

step because it creates each patient’s personalized webpage and account and 

instructs the patient on how to use that account to initiate a communication.  Id. at 
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8-9.  Indeed, there is no other reason that healthcare providers would engage in any 

of the relevant conduct:  They could not benefit from offering personalized 

electronic communication unless patients actually used it, as a substitute for 

telephone calls or office visits. 

This is no different from the situation, discussed above, where a company 

performs all but one step and knowingly leaves the remaining step to its customer 

to finish.  See pp. 22-23, supra.  If anything, this should be an even more clear-cut 

case for liability because healthcare providers do not cease their involvement after 

performing some steps; instead, they maintain the entire MyChart network at all 

times, and perform the remaining steps after a patient performs its step by 

initiating a communication.  Whether or not the patients have the requisite 

knowledge, therefore, the healthcare providers clearly do.  At a bare minimum, 

McKesson has raised a genuine dispute of fact on that question, such that the 

district court erred in granting summary judgment of non-infringement. 

B. Where One Party Directs, Controls, Induces, Or Has A Right To 
Control Another’s Performance Of A Method Step, The Other’s 
Performance Of That Step Is Attributed To That Party. 

Under a similar common-law doctrine, one party’s conduct is attributed to 

another if the other directed, controlled, induced, or failed to exercise a right to 

control that conduct.  See Restatement (Second) of Torts § 877.  As the 

Restatement explains, “one who accomplishes a particular consequence is as 
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responsible for it when accomplished through directions to another as when 

accomplished by himself.”  Id. cmt. a.  Thus, it is irrelevant whether one personally 

performs a step, or directs another to do so, because both actions reflect equal 

culpability.1 

The BMC line of cases appeared to acknowledge this doctrine by adopting a 

“control or direction” test.  See BMC, 498 F.3d at 1380; Muniauction, 532 F.3d at 

1329.  But panels of this Court erred in effectively converting the “control or 

direction” test into a “control” one and limiting liability to only two forms of 

control:  an agency relationship or contractual obligation.  Slip op. at 7-8; Akamai, 

629 F.3d at 1320.  Those are unquestionably two circumstances in which one party 

directs, controls, or induces another, and is therefore responsible for the other’s 

actions.  But there is no basis for limiting liability to those two specific ways of 

exercising control.  While the Restatement makes clear that an agent’s actions are 

imputed to the principal, it also emphasizes that imputation is “independent of” and 

not limited to the master-servant relationship.  Restatement (Second) of Torts 

§ 877 cmt. a.  Nor is there anything magical about having another perform a step 

                                                 
1 The Restatement, which addresses tort law generally, uses the word “induce” in 
its ordinary sense of “[t]o lead on; to influence; to prevail on; to move by 
persuasion or influence.”  Webster’s New Int’l Dictionary 1269 (2d ed. 1945) 
(quoted in Global-Tech, 131 S. Ct. at 2065).  For this purpose, inducement does 
not take its more technical patent-law meaning, which generally includes 
knowledge of the patent, a consideration that is irrelevant to liability for direct 
infringement.  See generally Global-Tech, 131 S. Ct. at 2065 n.2. 
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pursuant to a contractual obligation, as opposed to directing, controlling, or 

inducing the conduct in some other way.  Attribution is based on the defendant’s 

direction, control, or inducement, not on whether the defendant does so as part of 

any particular type of relationship, such as an agency or contractual relationship. 

1. The healthcare providers are responsible for inducing their 
patients’ performance of the only step the providers do not 
perform themselves. 

Two bases for attribution are particularly relevant here.  First, a party is 

responsible for conduct that it “orders or induces.”  Id. § 877(a).  That is an 

especially strong basis for joint liability in the patent context because a party that 

performed all of the method steps itself, or that induced another to perform all of 

the steps, would unquestionably be liable.  There is no reason to permit a party to 

immunize itself from liability by mixing those bases for liability through 

performing some steps itself while inducing all others.  If anything, a party’s 

performance of some steps makes it more, not less, culpable than someone who 

induces another to perform all of the steps.  Simply put, a party’s direct 

participation in infringement should not immunize it from liability. 

Under this line of authority, the healthcare providers are clearly responsible 

for their patients’ initiation of communications―the only step the healthcare 

providers do not perform themselves.  Patients do not initiate communications 

through a personalized account by happenstance.  Instead, they do so because the 
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healthcare provider invites (i.e., induces) them to do so.  See A5418.  A patient 

could not even log onto the system without using a personalized account and 

password supplied by the healthcare provider.  The healthcare provider creates and 

controls the entire MyChart environment, instructs the patients on how to use their 

accounts, responds to the patients’ inquiries, and performs all but the one, simple 

step it induces patients to perform.  See pp. 8-10, supra. 

 There is no question that a healthcare provider would be liable for direct 

infringement if a patient dictated an inquiry to an employee of the healthcare 

provider and that employee typed the inquiry into MyChart on the patient’s behalf.  

At that point, the healthcare provider would clearly exercise control over the 

performance of the entire patented method.  But that distinction—between 

controlling a system into which a patient types an inquiry, and typing it at the 

patient’s request—should hardly matter.  In both scenarios, a healthcare provider 

directs and controls the entire process. 

The healthcare provider does so, moreover, as part of the close, ongoing 

doctor-patient relationship, a relationship that raises a strong inference that patients 

act under their doctors’ direction or inducement.  The law has long treated the 

doctor-patient relationship as a “special relationship,” Bennett v. MIS Corp., 607 

F.3d 1076, 1099 (6th Cir. 2010); Cooper v. MRM Inv. Co., 367 F.3d 493, 500 (6th 

Cir. 2004), with “special consequence.”  Caplin & Drysdale, Chartered v. United 
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States, 491 U.S. 617, 623 n.3 (1989).  That relationship “traditionally has exacted 

obligations beyond those associated with armslength transactions,” Canterbury v. 

Spence, 464 F.2d 772, 782 (D.C. Cir. 1972); accord Swayze v. McNeil Labs., Inc., 

807 F.2d 464, 471 (5th Cir. 1987), as the doctor-patient privilege confirms, see 

Conant v. Walters, 309 F.3d 629, 636 (9th Cir. 2002). 

Indeed, tort law presumes for some purposes that patients follow their 

doctors’ directions because the doctors act as learned intermediaries.  See, e.g., 

Brooks v. Medtronic, Inc., 750 F.2d 1227, 1231-32 (4th Cir. 1984).  Thus, “[a] 

number of courts have conflated the actions of patients and doctors in determining 

whether the combined actions . . . infringe upon a patent.”  Eli Lilly & Co. v. 

Actavis Elizabeth LLC, 676 F. Supp. 2d 352, 377 n.21 (D.N.J. 2009). 

To be clear, the point is not that the doctor-patient relationship is necessarily 

dispositive, in and of itself.  Instead, the point is that the close, ongoing 

relationship should resolve any doubt that doctors do indeed direct or induce their 

patients’ relevant activities.  Patients are not, of course, legally obligated to follow 

that direction or to accept that inducement.  But when they do, their actions are 

reasonably attributed to the doctors, who are then liable for direct infringement.  At 

a bare minimum, McKesson has raised a genuine dispute of fact on that question, 

such that summary judgment was unwarranted.  
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2. The healthcare providers are responsible for their patients’ 
conduct on the providers’ electronic premises. 

Premises liability provides another basis for attribution of patients’ conduct 

to their healthcare providers.  A party is responsible for permitting another “to act 

upon his premises or with his instrumentalities, knowing or having reason to know 

that the other is acting or will act tortiously.”  Restatement (Second) of Torts 

§ 877(c).  Copyright law has long applied this principle to hold, for example, that 

dance-hall owners may be liable for copyright infringement by musicians, see, e.g., 

Dreamland Ball Room, Inc. v. Shapiro, Bernstein & Co., 36 F.2d 354, 355 (7th Cir. 

1929), just as landlords are responsible for conduct at swap meets, see Fonovisa, 

Inc. v. Cherry Auction, Inc., 76 F.3d 259, 262-64 (9th Cir. 1996).  Under the 

copyright cases, liability stems from a defendant’s decision to profit from 

infringement “while declining to exercise a right to stop or limit it.”  Metro-

Goldwyn-Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 930 (2005); see also 

Shapiro, Bernstein & Co. v. H.L. Green Co., 316 F.2d 304, 308 (2d Cir. 1963) 

(quoted in Sony, 464 U.S. at 437-38 n.18).   

Although common-law courts applied this doctrine to physical premises, 

modern case law has logically expanded it to virtual premises such as electronic 

networks.  See A&M Records, Inc. v. Napster, Inc., 239 F.3d 1004, 1022-24 (9th 

Cir. 2001).  For example, the Ninth Circuit held Napster liable because of its 

“failure to police [its] system’s ‘premises.’”  Id. at 1024. 
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That doctrine is fully applicable here.  Like patent infringement, copyright 

infringement is a strict-liability, intellectual-property tort.  Especially in light of 

“the historic kinship between patent law and copyright law,” patent and copyright  

cases provide not just a good analogy, but “[t]he closest analogy” for one another.  

Sony, 464 U.S. at 439; see also Grokster, 545 U.S. at 932.  Moreover, the dance-

hall cases are an outgrowth of principal-agent liability, see Fonovisa, 76 F.3d at 

261-62, which this Court recognized in BMC to be an appropriate basis for joint 

infringement liability, 498 F.3d at 1379.  Having already accepted agency 

principles as a basis for joint liability, there is especially little reason to reject a 

settled outgrowth of those principles. 

Significantly, premises owners are liable because they have control over 

their premises in the sense that they have authority to police and restrict conduct on 

them.  See Fonovisa, 76 F.3d at 262-63.  The healthcare providers here are 

responsible for the same reason—they establish the electronic network and 

therefore have the right and ability to restrict the patients’ access to the network 

and the actions that patients may perform on it.  See, e.g., A5415-16. 

 Indeed, a doctor’s office has greater culpability here than the owner of a 

dance hall that merely fails to exercise a right to control infringing performances.  

In the dance hall context, the activities of a musician may well not infringe because 

many works are not copyrighted.  But here, a patient’s initiation of a 
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communication over the MyChart system, combined with the automated activities 

that automatically ensue, necessarily infringe.  Thus, the better analogy is a dance 

hall that provides not just space for a band in general, but a specific karaoke 

machine programmed to play only infringing recordings, with the hall owner 

providing directions on how to play those recordings. 

 It would make little sense to hold that a doctor’s office would infringe if it 

“merely” provided the electronic premises for infringement and permitted another 

to perform all of the infringing acts, but could evade liability by performing one or 

more of the method steps itself while structuring the premises to necessarily 

perform the remaining steps when used by a customer.  Again, a party’s decision to 

participate in and structure the performance of a method should not immunize it 

from liability.  Otherwise, parties could easily structure their affairs to practice 

patented inventions with impunity. 

C. Parties That Act In Concert To Commit A Tort, Or Pursuant To 
A Common Design, Are Liable Jointly. 

Under the third traditional doctrine at issue here, a party that “does a tortious 

act in concert with [an]other or pursuant to a common design with him” is liable 

for the concerted conduct.  Restatement (Second) of Torts § 876(a).  “Parties are 

acting in concert when they act in accordance with an agreement to cooperate in a 

particular line of conduct or to accomplish a particular result.”  Id. § 876 cmt. a.  
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Significantly, the agreement may be express or implied and may be “understood to 

exist from the conduct itself.”  Id. 

In addition to inferring an agreement from the parties’ conduct, courts have 

also used the parties’ relationship as a proxy for finding such an agreement.  See, 

e.g., Sprinkle v. Lemley, 414 P.2d 797, 800-01 (Or. 1966) (multiple doctors treating 

same patient); Simpson v. Burrows, 90 F. Supp. 2d 1108, 1127 (D. Or. 2000) 

(husband and wife).  That is true whether or not the actors have an agency or 

contractual relationship.  Indeed, much of the point of the joint tortfeasor doctrine 

is to cover situations where people voluntarily act together to produce a tortious 

result. 

In patent law, therefore, courts have held parties liable for joint infringement 

when acting together to practice a patented method.  See, e.g., Shields v. 

Halliburton Co., 493 F. Supp. 1376, 1388 (W.D. La. 1980); Cordis Corp. v. 

Medtronic AVE, Inc., 194 F. Supp. 2d 323, 349-50 (D. Del. 2002), rev’d on other 

grounds, 339 F.3d 1352 (Fed. Cir. 2003) (citing “very close relationship” between 

defendant vendor and customer physicians).  One leading treatise, in listing a range 

of joint infringement doctrines, cited concerted action as a basis for joint liability 

more than a century ago.  See Walker, Text-Book of the Patent Laws of the United 

States of America § 406, at 343 (4th ed. 1904) (“Where several persons co-operate 

in any infringement, all those persons are liable therefor as contributors thereto.”); 
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see also id. §§ 403-07.  And district courts commonly enjoin not only the 

defendant but also anyone “acting in concert or participation” with the defendant, 

confirming that acting in concert to practice an invention is unlawful.  See, e.g., 

Engineered Sports Prods. v. Brunswick Corp., 362 F. Supp. 722, 729 (D. Utah 

1973); see also Fed. R. Civ. P. 65(d).2   

Here, the parties’ conduct, and the doctor-patient relationship, show that 

they were acting in concert.  A patient could not perform the claim step of 

initiating a relevant communication unless the healthcare provider had first 

established a personalized account for the patient and instructed the patient on how 

to use that account.  See, e.g., A1255; A5415.  And a patient would have no reason 

to perform that step unless it understood that the healthcare provider would 

respond.  Thus, the doctor and patient have at least an implicit agreement “to 

cooperate in a particular line of conduct or to accomplish a particular result.”  

Restatement (Second) of Torts § 876 cmt. a.  They also have an express, written 

agreement to a set of terms and conditions concerning the patient’s use of 

                                                 
2 A comment to the Restatement explains that, because liability on this theory is 
limited to circumstances in which “the conduct of the actor [is] in itself tortious,” a 
person “who innocently, rightfully and carefully does an act that has the effect of 
furthering the tortious conduct or cooperating in the tortious design of another” is 
not liable.  Restatement (Second) of Torts § 876 cmt. c.  In other words, innocent 
conduct that has only the effect of contributing to another’s tortious design does 
not give rise to acting-in-concert liability, but those who truly act in concert are 
liable for that reason.   
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MyChart.  See A18; A5416.  At a minimum, McKesson has raised a genuine 

dispute of fact on this question. 

It bears emphasis that truly innocent actors are not liable under any of the 

traditional joint or vicarious liability theories discussed above.  Instead, those 

theories require knowingly combining one’s acts with another’s; directing, 

controlling, or inducing another; or agreeing to cooperate in a particular line of 

conduct or to accomplish a particular result.  In this case, the healthcare providers 

are clearly culpable under the first two of those theories, as explained above. 

Although it presents a closer question, the healthcare providers and patients 

should also be considered direct infringers because they act in concert, as 

explained above.  That result is not unfair to individual patients for at least two 

reasons.  First, a typical user of an infringing system, such as a user of a Microsoft 

Outlook feature that infringes a system claim, is strictly liable even though it 

would not realistically have known that the system satisfied all of the elements of a 

patent claim.  See Centillion Data Sys., LLC v. Qwest Commcn’s Int’l, Inc., 631 

F.3d 1279, 1285 (Fed. Cir. 2011).  The patients’ agreement and conduct here make 

them at least as culpable as such a user.  Second, experience has shown what 

common sense suggests―that no one would actually sue an individual patient or 

user for minimal damages associated with that single patient or user.  Instead, they 
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would sue an inducer or other responsible party for damages and injunctive relief 

concerning the full scope of the infringement, as McKesson has done here. 

D. This Court’s Recent Panel Decisions Erred By Selectively 
Applying Only One Subset Of Only One Of The Traditional Joint 
Or Vicarious Liability Rules. 

The panel majority considered itself bound by this Court’s recent BMC line 

of decisions, which culminated in the holding in this case and Akamai that “‘there 

can only be joint infringement when there is an agency relationship between the 

parties who perform the method steps or when one party is contractually obligated 

to the other to perform the steps.’”  Slip op. 7 (quoting Akamai, 629 F.3d at 1320).  

That holding is wrong for the reasons explained above.  It also bears emphasis that 

the decisions in this case and Akamai were not necessary consequences of BMC, as 

shown by the district court’s decision to deny Epic’s motion for summary 

judgment after BMC but grant it after subsequent decisions of this Court. 

In BMC, this Court determined that “a defendant cannot . . . avoid liability 

for direct infringement by having someone else carry out one or more of the 

claimed steps on its behalf” because “the law imposes vicarious liability on a party 

for the acts of another in circumstances showing that the liable party controlled the 

conduct of the acting party.”  498 F.3d at 1379.  That statement was accurate as far 

as it went.  And discussion of the broader range of traditional doctrines may have 

been unnecessary in BMC because they may have been inapplicable on the extreme 
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facts of that case, where several different participants, many of whom may not 

have known of the others, performed method steps.  See id. at 1375-76, 1378.  

Indeed, BMC emphasized that a “mastermind” should be held liable.  Id. at 1381.  

But subsequent panels read BMC as categorically precluding joint or vicarious 

liability on any basis other than an agency relationship or contractual obligation. 

As a result, this Court to some extent backed into the holding of this case 

and Akamai without expressly considering this question:  What in the Patent Act 

justifies applying that narrow subset, but only that narrow subset, of the traditional 

joint or vicarious liability rules?  The answer is that nothing does.  As explained 

above, the common law and patent law have long recognized a broad range of joint 

and vicarious liability doctrines that together “identify[] the circumstances in 

which it is just to hold one individual accountable for the actions of another.”  

Sony, 464 U.S. at 435.  Applying only some of those doctrines ensures that parties 

will not be held accountable in the other “circumstances in which it is just to hold 

one individual accountable for the actions of another.”  Id.  The resulting doctrinal 

gaps open up the very “loophole” in patent protection that the BMC Court said it 

was avoiding through adoption of vicarious liability principles.  BMC, 498 F.3d at 

1379. 

Thus, once one concludes that traditional rules should apply in at least some 

circumstances (such as agency relationships and contractual obligations), it follows 
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that all of the rules should apply, in full, for exactly the same reasons.  Indeed, 

Akamai’s rigid, bright-line rule in an area of law typically characterized by equity 

and fairness is precisely the kind of rule that this en banc Court and the Supreme 

Court have rejected in recent years.  See, e.g., Bilski v. Kappos, 130 S. Ct. 3218 

(2010); KSR Int’l Co. v. Teleflex Inc., 550 U.S. 398 (2007); eBay, 547 U.S. 388; 

TiVo Inc. v. Echostar Corp., __ F.3d __, No. 09-1374, 2011 WL 1486162, *6-8 

(Fed. Cir. Apr. 20, 2011) (en banc).  This Court should do so again. 

II. A PARTY IS LIABLE FOR INDIRECT INFRINGEMENT IF IT 
INDUCED OR CONTRIBUTED TO THE PERFORMANCE OF 
EVERY STEP OF A PATENTED METHOD, EVEN IF DIFFERENT 
ACTORS PERFORMED DIFFERENT STEPS. 

For the reasons explained above, at least the healthcare providers are liable 

for direct infringement.  Epic is then liable for inducing that direct infringement. 

Even if this Court were to hold that no one actor could be held liable for 

direct infringement, however, Epic would still be liable for inducement.  Epic 

masterminded the entire operation by inducing the joint performance of the 

patented method.  There is no reason in the world to let Epic―a single actor―get 

away with intentionally inducing the others’ performance of the entire method. 

The panel majority relied on a statement in BMC to the effect that “[i]ndirect 

infringement requires, as a predicate, a finding that some party amongst the 

accused actors has committed the entire act of direct infringement.”  Slip op. 9 

(quoting BMC, 498 F.3d at 1379) (emphases added).  That single-actor 
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requirement is wrong.  It is unsupported and flatly refuted by decisions of this and 

other courts.  And it is contrary to the basic purposes underlying the indirect 

infringement doctrine. 

A. Indirect Infringement Requires Only A Predicate Act Of Direct 
Infringement, Not A Predicate Finding That A Single Actor Is 
Directly Liable. 

There is no dispute that a party can be liable for indirect infringement only if 

there was direct infringement.  See, e.g., Dynacore Holdings Corp. v. U.S. Philips 

Corp., 363 F.3d 1263, 1272 (Fed. Cir. 2004).  BMC erred, however, in concluding 

that a single actor must perform all of the steps for this purpose.  This Court and 

the Supreme Court have always required, as a predicate for indirect infringement, 

performance of all of the steps of a patented method, a rule known as the all-

elements rule.  See, e.g., TIP Sys., LLC v. Phillips & Brooks/Gladwin, Inc., 529 

F.3d 1364, 1379 (Fed. Cir. 2008).  But until BMC, neither court had ever held that 

a single actor must perform all of the elements.  Instead, the courts looked to the 

fact of infringement by focusing on acts—whether each and every method step 

was performed—not to the separate issue of who or how many people performed 

the method, or whether the direct actors were also liable for combining their 

conduct. 

In Fromson, for example, this Court held that a company “could be liable for 

contributory infringement” (a type of indirect infringement) if it performed some 
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steps of a patented method and left the remaining steps for its customers to 

perform.  Fromson, 720 F.2d at 1568.  That holding clearly rejects a single-actor 

rule for purposes of indirect infringement because no single actor performed all of 

the method steps.  Instead, the Fromson court necessarily concluded either that the 

second actor could be liable for direct infringement even though it did not perform 

all of the steps, or that there could be indirect infringement without any liable 

direct infringer.  Either way, Fromson reflects the commonsense principle that, if 

every step of a claim has been performed, the claim is infringed, and a party that 

induces or contributes to that direct infringement is liable for indirect infringement.  

As explained above, a number of other courts likewise imposed liability for 

contributory infringement in this circumstance.  See pp. 22-23, supra. 

The cases cited by BMC are not to the contrary.  They stand only for the 

obvious proposition that, if no one completes a patented method, there is no direct 

infringement and thus no liability for inducing what amounts to non-performance 

of the method.  See, e.g., Dynacore, 363 F.3d at 1272, 1277.  Those cases do not 

further require complete performance by a single actor, or liability of any one 

person for direct infringement.  See slip op. at 10 (Newman, J., dissenting) 

(“[N]one of these cases turned on whether different entities . . . perform different 

steps of a method claim.”).  
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For example, Warner-Jenkinson Co. v. Hilton Davis Chemical Co., 520 U.S. 

17, 40 (1997), characterized “the essential inquiry” for infringement as being 

whether “the accused product or process contain[s] elements identical or 

equivalent to each claimed element of the patented invention.”  In Joy 

Technologies, Inc. v. Flakt, Inc., 6 F.3d 770 (Fed. Cir. 1993), this Court likewise 

explained that “a method or process claim is directly infringed . . . when the 

process is performed,” id. at 773 (emphasis added). 

The panel’s holding is contrary not only to precedent, but also to the basic 

purposes of the indirect infringement doctrine.  The courts developed that doctrine 

as “an expression both of law and morals,” Dawson Chem. Co. v. Rohm & Haas 

Co., 448 U.S. 176, 221 (1980) (quoting Mercoid Corp. v. Mid-Continent Inv. Co., 

320 U.S. 661, 677 (1944) (Frankfurter, J., dissenting)), in order “to provide for the 

protection of patent rights where enforcement against direct infringers is 

impractical,” Aro, 377 U.S. at 511.  Indirect infringement therefore provides a 

remedy when “the defendant displayed sufficient culpability to be held liable as an 

infringer,” Hewlett-Packard, 909 F.2d at 1469, such as when “the technicalities of 

patent law” would otherwise enable one “to profit from another’s invention 

without risking a charge of direct infringement.”  Dawson, 448 U.S. at 188.  

That would be exactly the situation here if this Court agreed with Epic that 

no one is liable for direct infringement.  In that circumstance, Epic’s intentional 
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inducement of the joint performance of the patented method would have created a 

situation in which “enforcement against direct infringers is” not just “impractical,” 

it is impossible.  Aro, 377 U.S. at 511.  And Epic, as the mastermind of all of the 

concerted activity, certainly has “sufficient culpability to be held liable as an 

infringer.”  Hewlett-Packard, 909 F.2d at 1469.  The equitable reasons underlying 

the indirect infringement doctrine therefore apply with particular force to Epic’s 

effort to profit from the performance of McKesson’s patented method. 

Nor are there any traps for the unwary here.  The inducement standard is a 

strict one.  Among other things, the defendant must have known that it was 

inducing infringement, or at least have been willfully blind to that fact.  See 

Global-Tech, 131 S. Ct. at 2068.  When a defendant knows that it is inducing the 

performance of an entire patented method, and the other requirements for 

inducement are also satisfied, the defendant is unquestionably culpable, whether it 

induces performance by a single or multiple actors. 

B. A Participant In The Joint Performance Of A Method Could Be 
Liable For Inducing Or Contributing To Another’s Performance 
Of The Remaining Steps. 

This Court’s question concerning indirect infringement also asked, in part, 

“[i]f separate entities each perform separate steps of a method claim, under what 

circumstances, if any, would either entity . . . be liable for inducing infringement or 

for contributory infringement?  See Fromson v. Advance Offset Plate, Inc., 720 
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F.2d 1565 (Fed. Cir. 1983).”  Normally, one does not think of a participant in the 

underlying conduct as being liable for inducement or contributory infringement.  

Instead, in modern parlance, and as discussed above, performing some steps while 

inducing, directing, or controlling another’s performance of the other steps is a 

species of direct infringement, with one actor’s conduct being attributable to the 

other.  Under that approach, the healthcare providers and patients directly infringe, 

while Epic indirectly infringes by inducing the direct infringement. 

As Fromson and other cases reflect, however, the courts have also viewed 

analogous fact patterns as giving rise to contributory infringement.  In Fromson, 

for example, this Court held that a party that performed most but not all of the 

method steps was not liable for direct infringement, but could be liable for 

contributory infringement because it sold a product embodying its performance of 

most method steps to a customer that then completed the method.  See pp. 40-41, 

supra.  Under those decisions, performing some steps and inducing or contributing 

to the performance of the remainder gives rise to liability for indirect infringement.  

In modern terminology, one might view that fact pattern as involving direct 

infringement, indirect infringement, or both.  Regardless of the label, the one thing 

those cases clearly stand for is that entities like Epic and its licensed healthcare 

providers cannot evade liability on the ground that more than one actor participated 

in the infringement.  

44 



III. THE BMC LINE OF CASES IS CONTRARY TO THE TEXT, 
STRUCTURE, AND POLICY OF THE PATENT ACT. 

To the extent that the BMC line of decisions conflicts with the traditional 

principles discussed above, it is contrary to the text, structure, and policy of the 

Patent Act, and should therefore be interred.  As Judge Newman explained, “[n]o 

patent principle or public policy, and no statutory requirement, warrants departure 

from . . . common law principles.”  Slip op. at 16 (dissenting opinion).   

A. The Patent Act Expressly Contemplates Joint Infringement. 

Although BMC relied on the text of the Patent Act, see BMC, 498 F.3d at 

1378, the statutory text strongly supports applying the full range of joint and 

vicarious liability doctrines.  Congress specified that every patent must broadly 

grant “the right to exclude others from making, using, offering for sale, or selling 

the invention throughout the United States . . . .”  35 U.S.C. § 154(a)(1) (emphasis 

added).  Because that right expressly applies against “others” in the plural, it is not 

limited to a right to exclude only individual actors from practicing the invention. 

Congress confirmed that conclusion by going on to impose liability on 

“whoever without authority makes, uses, offers to sell, or sells any patented 

invention, within the United States.”  35 U.S.C. § 271(a).  The ordinary and natural 

meaning of “whoever” includes “whatever person or persons,” again in the plural.  

American Heritage College Dictionary 1540 (3d ed. 1997) (emphasis added).  That 

ordinary meaning is fully consistent with Congress’s statutory definition of 
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“whoever” to include plural actors:  “‘whoever’ include[s] corporations, 

companies, associations, firms, partnerships, societies, and joint stock companies, 

as well as individuals.”  1 U.S.C. § 1. 

The Act further provides that “[w]hoever invents . . . may obtain a patent.”  

35 U.S.C. § 101.  There is no doubt that this use of “whoever” contemplates joint 

inventorship through concerted activity of more than one person.  See Shum v. Intel 

Corp., 633 F.3d 1067, 1083 (Fed. Cir. 2010) (discussing rules for joint 

inventorship).  Under fundamental canons of statutory construction, a term should 

have the same meaning throughout a statute.  See FCC v. AT&T Inc., 131 S. Ct. 

1177, 1185 (2011).   

At a bare minimum, nothing in the text of the Patent Act “warrants departure 

from the[] common law principles” discussed above.  Slip op. at 16 (Newman, J., 

dissenting).  Congress generally “intends its legislation to incorporate” the “legal 

background of ordinary tort-related vicarious liability rules,” Meyer, 537 U.S. at 

285-86, and nothing about patent law inherently warrants a departure from 

generally applicable rules, see p. 17, supra.  Courts had also followed the 

traditional rules in pre-1952 patent cases, as explained above, and it is well settled 

that the 1952 Act preserved that body of case law.  See Ricoh Co. v. Quanta 

Computer Inc., 550 F.3d 1325, 1336 (Fed. Cir. 2008).  Especially against that 

backdrop, Congress’s decision to expressly cover multiple actors in both the grant 

46 



of the right to exclude and the statutory definition of infringement manifests a clear 

intent to incorporate, not to reject, traditional joint and vicarious liability rules.   

The legislative history further supports that conclusion.  The committee 

report explains that a patent confers “certain exclusive rights and infringement 

would be any violation of those rights.”  H.R. Rep. No. 82-1928, at 9 (1952) 

(emphasis added).  Because joint performance of a patented method clearly 

intrudes on the right to exclude, it constitutes infringement under the committee 

report.  From the perspective of the patentee’s right to exclude, it makes no 

difference whether one or more parties combine to perform the invention; either 

way, the performance inflicts the same injury by depriving the patentee of its 

exclusive right.  An exclusive right to use a baseball, for example, is not 

reasonably construed as an exclusive right to throw the ball to oneself.  Instead, it 

naturally confers exclusivity over all uses by “others,” 35 U.S.C. § 154(a)(1), 

including interactive uses. 

B. The Overall Statutory Scheme Strongly Supports The Application 
Of Traditional Joint And Vicarious Liability Principles.  

 BMC suggested that a holding that direct infringement remedies “reach 

independent conduct of multiple actors would subvert the statutory scheme for 

indirect infringement.”  498 F.3d at 1381.  The traditional liability rules discussed 

above require more than mere “independent” conduct, however:  They also require 

knowing combinations; direction, control, or inducement of another; or an express 
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or implied agreement.  Far from subverting the statutory scheme, those traditional 

doctrines are essential to maintain the integrity of the patent system by precluding 

ready evasions.  As Judge Newman explained, “[p]recedent elaborating on direct 

and indirect infringement ha[s] evolved to accommodate, not to limit, the 

patentee’s right to exclude.”  Slip op. at 7 (dissenting opinion).   

The whole point of the judge-made doctrine of indirect infringement is “to 

provide for the protection of patent rights where enforcement against direct 

infringers is impractical,” Aro, 377 U.S. at 511, as “an expression both of law and 

morals,” Dawson Chem. Co., 448 U.S. at 221 (quoting Mercoid, 320 U.S. at 677 

(Frankfurter, J., dissenting)).  Applying the full range of traditional liability 

doctrines is necessary to effectuate that intent by closing loopholes and preventing 

injustice.  In a typical case, a single actor will normally be accused of directly 

infringing by performing all of the steps of a method, and another actor may be 

accused of inducing or contributing to the other’s direct infringement.  But when 

multiple actors combine to perform an entire method, another set of rules is needed 

to address that distinct situation.  Otherwise, method patents would be subject to 

ready evasion, as a party could simply enlist another to perform a minor step.  And 

traditional doctrines of joint and vicarious liability exist for the very purpose of 

filling that gap. 
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Moreover, the provisions of the 1952 Patent Act concerning indirect 

infringement, 35 U.S.C. §§ 271(b), (c), “expand[ed] significantly the ability of 

patentees to protect their rights,” Dawson, 448 U.S. at 203 (emphasis added).  

Having expanded patentees’ rights, they can hardly be construed to have curtailed 

traditional rights.  See PharmaStem Therapeutics, Inc. v. ViaCell, Inc., 491 F.3d 

1342, 1358 (Fed. Cir. 2007); see also Ricoh, 550 F.3d at 1336. 

BMC itself recognized the need to supplement the basic contributory and 

induced infringement provisions with a common-law theory when it held that 

courts could attribute an agent’s performance of a method step to its principal.  

BMC, 498 F.3d at 1379-80.  Having crossed that bridge, and rightly so, there is no 

legal or policy justification for declining to recognize the other traditional doctrines 

of joint or vicarious liability.  And doing so would have two untenable 

consequences. 

First, it would effectively render a whole class of valid patents—those that 

contemplate action by more than one entity—unenforceable.  See slip op. at 17 

(Newman, J., dissenting).  There are probably thousands of such patents, including 

but not limited to a growing number of patents “directed to information-age 

electronic methods.”  See id. at 7 (Newman, J., dissenting); see also Stacie L. 

Greskowiak, Joint Infringement After BMC:  The Demise of Process Patents, 41 

Loy. U. Chi. L.J. 351, 401-02 & n.392 (2010); Sriranga Veeraraghavan, Joint 
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Infringement of Patent Claims:  Advice for Patentees, 23 Santa Clara Computer & 

High Tech. L.J. 211, 212 n.5 (2006). 

While BMC cast some unwarranted aspersions on such patents, there is no 

validity or other rule that prohibits or even discourages patents drafted from the 

perspective of multiple actors.  In many instances, it is better to draft interactive 

claims to specify clearly which actor will perform which steps, instead of trying to 

draft it artificially from the perspective of a single actor.  Doing so promotes 

clarity, consistent with the PTO’s request for clear and precise claim drafting.  See, 

e.g., MPEP 2173.01.  It also provides full notice to the public of exactly what 

combination of conduct is claimed, in keeping with the statutory requirement that 

claim scope be definite.  See 35 U.S.C. § 112.  

In any event, any judicial preference for claims drafted from the perspective 

of a single actor would provide no legal basis for refusing to enforce a valid, issued 

patent in all but the most unlikely of circumstances (agency or contractual 

obligation).  As Judge Newman observed, “[a] patent that cannot be enforced on 

any theory of infringement, is not a statutory patent right” in any meaningful sense.  

Slip op. at 17 (Newman, J., dissenting). Such a patent confers no actual right to 

exclude, which is the only substantive right conferred by the patent grant.  See 35 

U.S.C. 154(a)(1).  Under the fundamental patent bargain, an inventor is entitled to 

exclusive rights in return for invention and disclosure.  See Bonito Boats, Inc. v. 
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Thunder Craft Boats, Inc., 489 U.S. 141, 150-51 (1989).  When the patentee 

upholds its end of that bargain, and the PTO issues a valid patent, the patent ought 

not be an unenforceable mirage.  As the district court noted, such a conclusion 

would be at war with “the policy of providing protection to those who devote the 

time and resources to develop otherwise novel and patentable methods.”  A20. 

The second, and equally serious consequence of Epic’s position, is that even 

if a method claim were drafted from the perspective of a single actor, parties could 

still choose to divide the steps among them, and then claim immunity on the 

ground that none of them individually practiced the entire method.  In this Court’s 

recent decision in Golden Hour, for example, two defendants “formed a strategic 

partnership” to enable their software programs to combine together to practice a 

patented method, and collaborated in selling the combined software as a single 

unit.  Golden Hour Data Sys., Inc. v. emsCharts, Inc., 614 F.3d 1367, 1371 (Fed. 

Cir. 2010).  Under the BMC line of decisions, a divided panel of this Court held 

that neither actor was liable because neither practiced the entire method, even 

though they coordinated strategically to practice it collectively.  Id.  If two entities 

may profit in that fashion, the loophole is enormous, and the BMC line of cases 

clearly needs revision. 
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__________________________ 

Before NEWMAN, BRYSON, and LINN, Circuit Judges. 
Opinion for the court filed by Circuit Judge LINN.  Con-
curring opinion filed by Circuit Judge BRYSON.  Dissent-

ing opinion filed by Circuit Judge NEWMAN. 
LINN, Circuit Judge. 

McKesson Technologies Inc. (“McKesson”) appeals the 
district court’s grant of Epic Systems Corporation’s 
(“Epic”) renewed motion for summary judgment of nonin-
fringement of claims 1-10, 12-14, and 16-18 of U.S. Patent 
No. 6,757,898 (the “’898 patent”).  McKesson Info. Solu-
tions LLC v. Epic Sys. Corp., No. 06-cv-2965, 2009 WL 
2915778 (N.D. Ga. Sept. 8, 2009) (“Summary Judgment 
Order”).  Because McKesson is unable to attribute the 
performance of all the steps of the asserted method claims 
to a single party—namely, Epic’s healthcare-provider 
customers—this court affirms the finding of noninfringe-
ment. 

BACKGROUND 

I. The Technology and Nature of the Dispute 

McKesson’s ’898 patent is directed to an electronic 
method of communication between healthcare providers 
and patients involving personalized web pages for doctors 
and their patients.  See ’898 patent col.4 ll.3-44.  This 
solution facilitates direct communication between pa-
tients and their doctors.  See id. col.4 ll.24-40.  For exam-
ple, the ’898 patent discloses a system whereby a patient 
can access visit-specific content online following every 
doctor visit.  Id. col.4 ll.57-63.  This online content “offers 
the patient significantly more information than he/she 
could have absorbed during a typical visit with the physi-
cian.”  Id. col.4 ll.63-65.  This solution also increases 
efficiencies for both doctors and patients.  See id. col.4 
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ll.24-40.  For example, patients may submit appointment 
and prescription refill requests online and physicians may 
respond to these requests and manage callbacks at their 
convenience.  Id. col.4 l.65–col.5 l.3; col.9 ll.37-39. 

Epic is a privately owned software development com-
pany that licenses software to healthcare providers.  One 
such product is the accused MyChart software.  MyChart 
allows healthcare providers to associate medical records 
with a patient’s personalized web page.  MyChart also 
allows the patients to communicate with their healthcare 
provider online through these personalized MyChart web 
pages.  In this way, patients are given access to their own 
medical records, treatment information, scheduling 
information, and other material. 

Epic itself does not use the MyChart software.  
Rather, Epic licenses the MyChart software to healthcare 
providers.  These licensed healthcare providers choose 
whether to offer MyChart as an option for their patients’ 
use and none of these healthcare providers requires their 
patients to actually use the MyChart software.  If a 
patient chooses to utilize the MyChart software, that 
patient “initiates a communication” to the provider by 
logging on to the healthcare provider’s MyChart web 
page.  Once authenticated, the patient is then presented 
with a personalized web page from which that patient 
may access his or her medical records and other such 
information.   

II. Proceedings Before the District Court 

On December 6, 2006, McKesson sued Epic in the 
United States District Court for the Northern District of 
Georgia alleging that Epic induced infringement of claims 
1-10, 12-14, and 16-18 of the ’898 patent by licensing 
MyChart to healthcare providers who subsequently 
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offered it to their patients.  Claim 1 is representative of 
the asserted claims and reads as follows: 

1.  A method of automatically and electronically 
communicating between at least one health-care 
provider and a plurality of users serviced by the 
health-care provider, said method comprising the 
steps of: 

initiating a communication by one of the plu-
rality of users to the provider for information, 
wherein the provider has established a preexisting 
medical record for each user; 

enabling communication by transporting the 
communication . . . ; 

electronically comparing content of the com-
munication . . . ; 

returning the response to the communication 
automatically . . . ; 

said provider/patient interface providing a 
fully automated mechanism for generating a per-
sonalized page or area within the provider’s Web 
site for each user serviced by the provider; and 

said patient-provider interface service center 
for dynamically assembling and delivering cus-
tomer content to said user. 

’898 patent col.44 l.60–col.45 l.24 (emphasis added). 
Epic first moved for summary judgment of nonin-

fringement on January 14, 2008, on the issue of joint 
infringement.  The parties do not dispute that Epic’s 
customers do not directly perform the first step of the 
asserted method claims, the “initiating a communication” 
step.  The district court, in denying Epic’s motion, relied 
on BMC Resources, Inc. v. Paymentech, L.P., 498 F.3d 
1373 (Fed. Cir. 2007), and found “questions of material 
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fact remain as to whether the providers using Epic’s 
MyChart software direct and control the user to perform 
the first step of the method” based upon an expert decla-
ration filed by McKesson.  McKesson Info. Solutions LLC 
v. Epic Sys. Corp., No. 06-cv-2965 (N.D. Ga. May 19, 
2008). 

Following claim construction and the close of discov-
ery, Epic renewed its motion for summary judgment of 
noninfringement on the issue of joint infringement, citing 
both Muniauction, Inc. v. Thomson Corp., 532 F.3d 1318 
(Fed. Cir. 2008), and McKesson’s withdrawal of its expert 
declaration.  Epic argued that because its customers 
neither directly perform the “initiating a communication” 
step of the asserted method claims nor exercise control or 
direction over another who performs this step, McKesson 
failed to demonstrate that a single party directly infringes 
the ’898 patent and, accordingly, could not have succeeded 
on its claim of indirect infringement.  The district court 
agreed and granted Epic’s renewed motion for summary 
judgment of noninfringement on September 8, 2009.  
Summary Judgment Order. 

McKesson appealed and this court has jurisdiction 
under 28 U.S.C. § 1295(a)(1). 

DISCUSSION  

This court reviews summary judgment of nonin-
fringement without deference to ascertain whether genu-
ine issues of material fact exist.  BMC Res., 498 F.3d at 
1378.  Summary judgment is appropriate only “if the 
pleadings, the discovery and disclosure materials on file, 
and any affidavits show that there is no genuine issue as 
to any material fact and that the movant is entitled to 
judgment as a matter of law.”  Fed. R. Civ. P. 56(c).  In 
assessing the evidence, all reasonable inferences are 
drawn in favor of the non-movant.  Del. Valley Floral 
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Grp., Inc. v. Shaw Rose Nets, LLC, 597 F.3d 1374, 1379 
(Fed. Cir. 2010). 

McKesson alleged induced infringement, which re-
quires a direct infringer.  BMC Res., 498 F.3d at 1379.  A 
method claim is directly infringed only if each step of the 
claimed method is performed by a single party.  Id. at 
1378-79.  McKesson and Epic agree that no single party 
performs every step of the asserted method claims.  Thus, 
the sole issue presented by this appeal relates to whether 
the relationship between Epic’s customers (MyChart 
providers) and the MyChart users is such that perform-
ance of the “initiating a communication” step may be 
attributed to the MyChart providers. 

In both BMC Resources and Muniauction, this court 
confronted the situation where the actions of multiple 
parties combined to perform the steps of a claimed 
method, but no single party performed every step of the 
claimed method.  This court concluded that “where the 
actions of multiple parties combine to perform every step 
of a claimed method, the claim is directly infringed only if 
one party exercises ‘control or direction’ over the entire 
process such that every step is attributable to the control-
ling party.”  Muniauction, 532 F.3d at 1329 (citing BMC 
Res., 498 F.3d at 1380-81).  “[T]he ‘control or direction’ 
standard is satisfied in situations where the law would 
traditionally hold the accused direct infringer vicariously 
liable for the acts committed by another party that are 
required to complete performance of a claimed method.”  
Id. at 1330 (citing BMC Res., 498 F.3d at 1379). 

Recently, in Akamai Technologies, Inc. v. Limelight 
Networks, Inc., 629 F.3d 1311 (Fed. Cir. 2010), the pat-
entee sought to attribute the actions of multiple parties, 
each performing a subset of the claimed method steps, to 
a single party for a finding of direct infringement.  
Akamai’s asserted method claims were directed towards a 
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content delivery service that permitted a content provider 
to outsource the storage and delivery of discrete portions 
of its website content.  Id. at 1351.  It was undisputed 
that Limelight performed all but the “tagging” and “serv-
ing” steps of the asserted method claims.  Id. at 1317.  
Limelight instead provided a service to its customers 
along with the information necessary for its customers to 
perform the “tagging” and “serving” steps themselves.  Id.  
Additionally, Limelight’s standard customer contract, 
while not obligating Limelight’s customers to perform the 
“tagging” or “serving” steps, explained that the customer 
would have to perform this step itself if the customer 
decided to take advantage of Limelight’s service.  Id. at 
1321. 

The court in Akamai held “there can only be joint in-
fringement when there is an agency relationship between 
the parties who perform the method steps or when one 
party is contractually obligated to the other to perform 
the steps.”  Id. at 1320.  The court concluded that Lime-
light’s customers were not performing any of the claimed 
method steps as agents for Limelight nor were they 
contractually obligated to perform any of the claimed 
method steps.  Id.  Because Limelight did not perform all 
of the steps of the asserted method claims and there was 
no basis to attribute to Limelight the actions of its cus-
tomers who carried out the remaining steps, this court 
affirmed the district court’s judgment as a matter of law 
of noninfringement.  Id. at 1322. 

In this case, nothing indicates that MyChart users are 
performing any of the claimed method steps as agents for 
the MyChart providers.  Nor does McKesson argue an 
agency relationship existed here.  Indeed, McKesson 
faulted the district court for applying this court’s control 
or direction test as one “that is satisfied only . . . through 
an employment or other agency relationship, such that 
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the other acts out of obligation rather than consent.”  
McKesson Br. 27.  McKesson instead argues that the 
special nature of the doctor-patient relationship is some-
thing more than a mere arms length relationship and is 
sufficient to provide attribution, because “[t]he phrase 
‘doctor’s orders’ says it all” and because of the existence of 
a doctor-patient privilege.  Id. at 18, 31.  This argument 
misses the mark.  A doctor-patient relationship does not 
by itself give rise to an agency relationship or impose on 
patients a contractual obligation such that the voluntary 
actions of patients can be said to represent the vicarious 
actions of their doctors. 

Nor is there anything indicating that MyChart users 
were contractually obligated to perform any of the 
claimed method steps on behalf of the MyChart providers.  
These facts are undisputed.  MyChart users choose 
whether or not to initiate communications with their 
providers and are under no obligation to do so.  As in both 
Akamai and Muniauction, MyChart providers simply 
control the users’ access to MyChart.  Akamai 629 F.3d at 
1321 (finding Limelight’s customers chose whether to 
perform the “tagging” or “scanning” steps); Muniauction, 
532 F.3d at 1330 (finding that although the accused 
infringer controlled access to its system and instructed 
bidders on its use, that was insufficient to incur liability 
for direct infringement).  Here, as in Akamai, MyChart 
users “acted principally for their own benefit and under 
their own control.”  Akamai 629 F.3d at 1321. 

McKesson has identified no viable legal theory under 
which the actions of MyChart users may be attributed to 
Epic’s customers.  Without an agency relationship or 
contractual obligation, the MyChart users’ actions cannot 
be attributed to the MyChart providers, Epic’s customers.  
Thus, McKesson has failed to demonstrate that any single 
party directly infringes the ’898 patent.  Absent direct 
infringement, Epic cannot be liable for indirect infringe-
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ment.  BMC Res., 498 F.3d at 1379 (stating “[i]ndirect 
infringement requires, as a predicate, a finding that some 
party amongst the accused actors has committed the 
entire act of direct infringement.”).  

McKesson argues that this court’s precedents contra-
vene ordinary principles of law involving concerted action.  
Specifically, McKesson compares this court’s precedents 
with joint tortfeasor liability and vicarious copyright 
liability.  Under tort law, according to McKesson, joint 
liability attaches “where the acts of each of two or more 
parties, standing alone, would not be wrongful, but to-
gether they cause harm to the plaintiff.”  McKesson Br. 20 
(citing Prosser & Keeton on Torts § 52, at 354 (5th ed. 
1984)).  Similarly, McKesson cites various copyright cases 
where courts have found vicarious copyright liability 
stemming from a defendant’s decision to profit from 
infringement “while declining to exercise a right to stop or 
limit it.”  McKesson Br. 23 (quoting Metro-Goldwyn-
Mayer Studios Inc. v. Grokster, Ltd., 545 U.S. 913, 930 
(2005)). 

This court finds McKesson’s invitation to depart from 
our precedents unpersuasive, let alone beyond our author-
ity as a three-judge panel.  See Newell Cos. v. Kenney Mfg. 
Co., 864 F.2d 757, 765 (Fed. Cir. 1988) (“This court has 
adopted the rule that prior decisions of a panel of the 
court are binding precedent on subsequent panels unless 
and until overturned in banc.”).  Patent law is a creature 
of statute and “expanding the rules governing direct 
infringement to reach independent conduct of multiple 
actors would subvert the statutory scheme for indirect 
infringement.”  BMC Res., 498 F.3d at 1381.  The notion 
of indirect patent infringement, encompassing contribu-
tory and induced infringement, already addresses the 
joint tortfeasor problem.  See 35 U.S.C. §§ 271(b), (c).  
Indeed, an indirect infringer is a type of joint tortfeasor 
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because, while his actions alone do not harm the patentee, 
his actions along with another cause a single harm to the 
plaintiff.  See Aro Mfg. Co. v. Convertible Top Replacement 
Co., 377 U.S. 476, 500 (1964).  That “single harm,” how-
ever, is direct patent infringement, a strict-liability of-
fense limited to those who practice each and every 
element of the claimed invention.  BMC Res., 498 F.3d at 
1381; Jurgens v. CBK, Ltd., 80 F.3d 1566, 1570 n.2 (Fed. 
Cir. 1996).  Absent direct infringement, the patentee has 
not suffered a compensable harm.  BMC Res., 498 F.3d at 
1379; cf. Grokster, 545 U.S. at 930 (stating “[o]ne infringes 
contributorily by intentionally inducing or encouraging 
direct infringement and infringes vicariously by profiting 
from direct infringement while declining to exercise a 
right to stop or limit it.” (citations omitted) (emphases 
added)).  Finally, in patent law, unlike in other areas of 
tort law, the patentee specifically defines the boundaries 
of his or her exclusive rights and provides notice to the 
public to permit avoidance of infringement.  This stands 
in sharp contrast to the circumstances surrounding a joint 
tort where the victim has no ability to define the injurious 
conduct upfront and where, absent joint liability, the 
victim would stand uncompensated as a consequence. 

McKesson also relies upon Peerless Equipment Co. v. 
W.H. Miner, Inc., 93 F.2d 98 (7th Cir. 1937), in arguing 
that the regional courts of appeals have affirmed liability 
where one party performed most of the patented method 
and simply handed it over to another party to complete 
the method.  Id. at 105 (finding liability where a seller of 
gears knowingly left it to customers to flatten the gears’ 
crown, thereby “completing the final step of the [patented] 
process.”).  The Peerless opinion is neither binding nor 
persuasive.  This court has time and again rejected liabil-
ity where one party performed most of the patented 
method and left it to another party to complete the 
method in the absence of any contractual obligation or 
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agency relationship that would vicariously attribute the 
acts of the one party to the other.  See Akamai 629 F.3d at 
1322; Muniauction, 532 F.3d at 1330; BMC Res., 498 F.3d 
at 1381-82.  Nor is this court persuaded by the conclusory 
reasoning in Peerless affirming the district court’s finding 
of contributory infringement.  See Peerless, 93 F.2d at 105 
(stating “we think that finding is correct.”). 

CONCLUSION 

For the foregoing reasons, this court affirms the dis-
trict court’s grant of Epic’s renewed motion for summary 
judgment of noninfringement of the ’898 patent. 

AFFIRMED 
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__________________________ 

BRYSON, Circuit Judge, concurring. 

I agree that the decision in this case is correct in light 
of this court’s decisions in BMC Resources, Muniauction, 
and Akamai Technologies.  Whether those decisions are 
correct is another question, one that is close enough and 
important enough that it may warrant review by the en 
banc court in an appropriate case. 
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NEWMAN, Circuit Judge, dissenting. 

The court again departs from the “prior panel rule,” 
which requires appellate panels to conform to the earlier of 
conflicting panel precedent.  Instead, the court again selec-
tively applies some newly minted panel rulings while ignor-
ing others, adding to the conflict with precedent.  Our 
obligation is either to obtain en banc resolution of divergent 
statements in various panel opinions, or to follow the earlier 
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panel holding, as do the other circuits.1  The court does 
neither.  I must, respectfully, dissent. 

The question is whether there can be infringement of a 
patented method, when a step of the method is performed 
by an entity that is not “controlled or directed” by the same 
entity that performs the other steps.  Interactive methods 
have been enabled by advances in computer-based technol-
ogy.  In the McKesson method, a patient initiates inquiry 
into various kinds of information relating to the patient and 
maintained by the patient’s physician; the panel majority 
holds that even if every step of the claimed method is per-
formed there can be no infringement, on the theory that 
there is no direct infringement and thus no indirect in-
fringement.  Some recent panel holdings are of similar vein, 
holding that neither collaboration nor joint action nor facili-
tation nor authorization nor invitation can overcome the 
immutable barrier to infringement when all of the partici-
pating entities are not under the “control or direction” of a 
mastermind infringer. 

According to the panel majority today, there can be no 
infringement of this interactive patent, on the theory that 
the physician does not control or direct the patient who 
performs the step of entering the system maintained by the 
physician.  The court thus eliminates the patent incentive 
from such interactive procedures, rendering McKesson’s 
new method, and all such interactive methods, open for 
infringement without redress.  However, other panels of this 
court, and the Supreme Court, have held that there can be 
infringement liability when steps of the claimed method are 
performed by different entities.  This new retrenchment of 
                                            

1  See Newell Cos., Inc. v. Kenney Mfg. Co., 864 F.2d 
757, 765 (Fed. Cir. 1988); cf. Teague v. City of Flower 
Mound, Tex., 179 F.3d 377, 383 (5th Cir. 1999) (referring to 
the “rule of orderliness”). 
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the patent grant disserves commerce, fairness, and the 
innovation incentive. 

The patent in suit, U.S. Patent No. 6,757,898, is di-
rected to “a communication system for providing automated, 
electronic communications between at least one health-care 
provider and a plurality of users of the health-care pro-
vider.”  ‘898 patent, abstract.  The ‘898 patent describes the 
operation of personalized web pages for patients.  The 
patent states that “once the patient has logged into his/her 
own Web page,” the patient can access data in the practitio-
ner’s scheduling and billing systems and a variety of prac-
tice-based services including “appointment requests and 
updates, prescription refills, online triage, health search 
information and the like.”  Col.4 ll.50-56. 

Computer-implemented methods that are new, useful, 
nonobvious, described, enabled, and particularly claimed, 
are not excluded from the patent system simply because 
their performance involves more than one entity.  Here the 
patient initiates the interaction with the health-care pro-
vider, by performing the first step of claim 1: 

1. A method of automatically and electronically 
communicating between at least one health-care 
provider and a plurality of users serviced by the 
health-care provider, said method comprising the 
steps of: 
 initiating a communication by one of the plural-
ity of users to the provider for information, wherein 
the provider has established a preexisting medical 
record for each user; 
 enabling communication by transporting the 
communication through a provider/patient interface 
over an electronic communication network to a Web 
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site which is unique to the provider, whereupon the 
communication is automatically reformatted and 
processed or stored on a central server, said Web 
site supported by or in communication with the cen-
tral server through a provider-patient interface ser-
vice center; 
 electronically comparing content of the commu-
nication with mapped content, which has been pre-
viously provided by the provider to the central 
server, to formulate a response as a static or dy-
namic object, or a combined static and dynamic ob-
ject; and 
 returning the response to the communication 
automatically to the user’s computer, whereupon 
the response is read by the user or stored on the 
user’s computers 
 said provider/patient interface providing a fully 
automated mechanism for generating a personalized 
page or area within the provider’s Web site for each 
user serviced by the provider; and  
 said patient-provider interface service center for 
dynamically assembling and delivering custom con-
tent to said user. 

All but the first step are performed by or controlled or 
directed by the health-care provider.  The court today holds 
that the claim cannot be infringed as a matter of law, on the 
theory that a “single-entity rule” is violated because the 
provider does not control or direct the patient who initiates 
the communication, in that the patient is neither the agent 
of the health-care provider nor contractually obligated to 
initiate the communication.  Maj. Op. at 8-9.  There is no 
such rule of law.  Even the recent creation of a “single-entity 
rule” by this court does not go that far. 
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Interactive methods that meet all of the conditions and 
requirements of the Patent Act are fully entitled to partici-
pate in the patent system.  The court’s removal of interac-
tive methods from the purview of the patent system, 
through its newly minted and now enlarged “single-entity 
rule,” is contrary to law and policy.  Conflicts in precedent 
require resolution, not enlargement, for inconsistent prece-
dent is as much a deterrent to innovation as is elimination 
of the patent right entirely. 

I 

CONFLICT WITH PRECEDENT 

Precedent requires that: “For infringement of a process 
invention, all of the claimed steps of the process must be 
performed.”  EMI Grp. N. Am., Inc. v. Intel Corp., 157 F.3d 
887, 896 (Fed. Cir. 1998).  The panel majority now rules 
that: “A method claim is directly infringed only if each step 
of the claimed method is performed by a single party.”  Maj. 
Op. at 6.  Since the user (patient), not the provider (physi-
cian), decides whether to initiate the communication, the 
court holds that the provider does not “control or direct” 
whether the user takes this initiating step.  Thus the court 
holds, first, that the method claim cannot be directly in-
fringed, as a matter of law.  The court then holds that 
without direct infringement there cannot be indirect in-
fringement, such as induced or contributory infringement, 
as a matter of law.  Thus the court concludes that the claims 
can never be infringed, although the patent meets every 
requirement of patentability and every step of the claimed 
method is practiced.  These rulings and conclusion are 
contrary to statute and precedent. 

The patent statute grants to every patentee the right to 
exclude others from practicing the patented invention: 
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35 U.S.C. §154(a)(1)  Every patent shall contain a 
short title of the invention and a grant to the pat-
entee, his heirs and assigns, of the right to exclude 
others from making, using, offering for sale, or sell-
ing the invention . . . .  

35 U.S.C. §154(a)(1) (2006).  “The franchise which the 
patent grants, consists altogether in the right to exclude 
every one from making, using, or vending the thing pat-
ented, without the permission of the patentee.”  Bloomer v. 
McQuewan, 55 U.S. 539, 549 (1852); see also Crown Die & 
Tool Co. v. Nye Tool & Machine Works, 261 U.S. 24, 36 
(1923).  The present statute codifies this right: 

35 U.S.C. §271(a)  Except as otherwise provided in 
this title, whoever without authority makes, uses or 
sells any patented invention, within the United 
States during the term of the patent therefor, in-
fringes the patent. 

35 U.S.C. §271(a) (2006).  A patent that can never be in-
fringed is not a patent in the definition of the law, for a 
patent that cannot be infringed does not have the “right to 
exclude.”  This court’s elimination of infringement, by 
creating a new but far-reaching restriction, is inappropriate. 
 “[C]ourts ‘should not read into the patent laws limitations 
or conditions which the legislature has not expressed.’”  
Bilski v. Kappos, 130 S.Ct. 3218, 3226 (2010) (quoting 
Diamond v. Diehr, 450 U.S. 175, 182 (1981)). 

These fundamental principles have not changed; they 
are the foundation of the patent system. 

As technology advanced, the variety of invention and 
modes of infringement has been accommodated by statute, 
by precedent, and if needed by legislation, in fidelity to the 



MCKESSON TECH v. EPIC SYSTEMS 7 
 
 

purposes and policy of patent law.  For example, the liability 
of “participants” in infringement was summarized by Pro-
fessor Robinson: 

 The nature of the act of infringement is indi-
cated by that of the exclusive right which it invades. 
. . .  [E]very method by which the invention can be 
made available for the benefit of the infringer, and 
any person who participates in any wrongful appro-
priation of the invention becomes thereby a violator 
of the rights protected by the patent. 

3 William C. Robinson, The Law of Patents for Useful Inven-
tions §897 (1890) (reprint 1972).  This foundation is violated 
by the introduction of an absolute bar to enforcement of 
patents that are directed to information-age electronic 
methods, simply because more than one entity is involved.  
Neither statute nor precedent supports this court’s pro-
nouncement that the patentee’s right to exclude is limited to 
situations in which a single entity performs or controls or 
directs every step of the claimed method, whatever the 
method and whatever the relationship among the partici-
pants.  Precedent elaborating on direct and indirect in-
fringement had evolved to accommodate, not to limit, the 
patentee’s right to exclude. 

The district court deemed itself bound by this court’s 
aberrant “single entity” decisions, although not without 
remarking on the flaws: 

[T]he single entity rule and BMC’s interpretation 
thereof severely limits the protection provided for 
patents which would otherwise be valid and en-
forceable. . . .  As long as the sale of a product con-
stitutes an arms length transaction between the 
customer and the infringing company, which is in-
sufficient to create vicarious liability, the patent 
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holder would likely have no redress against the in-
fringer.  This result weakens the policy of providing 
protection to those who devote the time and re-
sources to develop otherwise novel and patentable 
methods. 

McKesson Info. Solutions LLC v. Epic Sys. Corp., No. 06-cv-
2965, 2009 WL 2915778, at *7 (N.D. Ga. Sept. 8, 2009).  The 
district court referred to BMC Resources, Inc. v. Paymen-
tech, L.P., 498 F.3d 1373 (Fed. Cir. 2007), Muniauction, Inc. 
v. Thomson Corp., 532 F.3d 1318 (Fed. Cir. 2007), and 
Global Patent Holdings, LLC v. Panthers BRHC LLC, 586 F. 
Supp. 2d 1331 (S.D. Fla. 2008), aff’d, 318 F. App’x 908 (Fed. 
Cir. 2009) (Table), and stated that these cases “compel” its 
flawed decision. 

In BMC Resources the defendant was one of three inde-
pendent entities needed to perform the claim steps of debit 
network, financial institution, and payment services pro-
vider; the court observed that the defendant payment ser-
vices provider did not control or direct either the debit 
networks or the financial institutions that performed the 
other steps. In Muniauction this court held that the defen-
dant, who controlled access to its auction system and in-
structed bidders on its use, was not liable for direct 
infringement, but did not hold that indirect infringement 
was barred.  In Global Patent a district court applied the 
evolving “single-entity rule” and held that the patentee 
could not state a claim for either direct or indirect infringe-
ment although the defendant “puts Javascript programs on 
the remote user’s computer to allow the process to begin.”  
586 F. Supp. 2d at 1335.  Although the BMC Resources 
decision is supportable on its facts, the enlargement of its 
holding is not. 
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Applying these decisions to the ‘898 patent, the district 
court held that because the patient independently initiates 
the interaction with the physician’s records, there can be no 
joint infringement and thus no direct infringement of the 
claim.  Applying the rule that there must be direct in-
fringement before there can be indirect infringement, see 
Aro Mfg. Co. v. Convertible Top Replacement Co., Inc., 377 
U.S. 476, 483 (1964) (referring to “the fundamental precept 
that there can be no contributory infringement in the ab-
sence of a direct infringement.”), the court held that McKes-
son could not enforce its patent against anyone.  This court 
agrees, although it is not disputed every major step of the 
patented process is practiced by a single entity, with author-
ized initiation by the patient. 

This court’s error is the pronouncement of the “single-
entity rule” as an absolute rule of law—for the multiple 
independent entities required to carry out the claimed 
method in BMC Resources could have led to a fact-based 
decision of non-liability on application of the ordinary rules 
of tort liability.  Instead, the “control or direction” require-
ment is announced as extending to all interactive situations, 
whatever the relationship of the participants and whatever 
their participation.  Here, for example, the “uncontrolled” 
entity, the patient, initiates the process by accessing the 
physician’s system using the access code provided by the 
physician; the physician’s office then performs the other 
steps of the method.  The court today holds that such a 
claim cannot be infringed, whether on a theory of joint or 
collaborative or induced infringement.  However, no rule of 
law, no precedent, prohibits patenting and enforcing a 
method that is performed by interacting entities.  The cases 
from which the court created this theory do not require 
otherwise. 
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Indeed, the cases cited for support in BMC Resources 
and Muniauction do not deal with the form of interactive 
situation to which they are now being applied.  These cases 
include Canton Bio-Med., Inc. v. Integrated Liner Technolo-
gies., Inc., 216 F.3d 1367, 1370 (Fed. Cir. 2000) (explaining 
that the “all-elements rule” of the doctrine of equivalents 
applies to method claims); General Foods Corp. v. Studi-
engesellschaft Kohle mbH, 972 F.2d 1272, 1274 (Fed. Cir. 
1992) (explaining that “each claim is an entity which must 
be considered as a whole,” and reversing invalidity of 
method claims for double patenting (emphases omitted)); 
Joy Technologies, Inc. v. Flakt, Inc., 6 F.3d 770, 773 (Fed. 
Cir. 1993) (“[T]he sale of equipment to perform a process is 
not a sale of the process within the meaning of section 
271(a)”); Dynacore Holdings Corp. v. U.S. Philips Corp., 363 
F.3d 1263, 1272 (Fed. Cir. 2004) (“Indirect infringement, 
whether inducement to infringe or contributory infringe-
ment, can only arise in the presence of direct infringement, 
though the direct infringer is typically someone other than 
the defendant accused of indirect infringement”); NTP, Inc. 
v. Research in Motion, 418 F.3d 1282, 1318 (Fed. Cir. 2005) 
(“[A] process cannot be used ‘within’ the United States as 
required by section 271(a) unless each of the steps is per-
formed within this country”).  I am surprised at my col-
leagues’ holding that these cases require an absolute 
“single-entity rule” of infringement, for none of these cases 
turned on whether different entities independently or 
interactively perform different steps of a method claim. 

My colleagues mention the Aro cases on contributory in-
fringement as requiring that there can never be joint or 
collaborative infringement.  That interpretation is  inapt.  
In Aro Manufacturing Co. v. Convertible Top Replacement 
Co., Inc., 365 U.S. 336 (1961) the Court held that car owners 
did not directly infringe claims directed to a convertible top 
when the car owners replaced the fabric.  In Aro Manufac-
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turing Co. v. Convertible Top Replacement Co., Inc., 377 U.S. 
476 (1964), the Court drew upon common-law principles, not 
a new “rule of law,” in stating that “a contributory infringer 
is a species of joint-tortfeasor, who is held liable because he 
has contributed with another to the causing of a single harm 
to the plaintiff.”  Id. at 500.  There was no issue of single 
entities or of control or direction.  Earlier cases recognized 
the tortious nature of infringement, and the foundation of 
tort remedy.  See, e.g., Carbice Corp. of Am. v. Am. Patents 
Dev. Corp., 283 U.S. 27, 33 (1931) (“Infringement, whether 
direct or contributory, is essentially a tort, and implies 
invasion of some right of the patentee.”); Dowagiac Mfg. Co. 
v. Minnesota Moline Plow Co., 235 U.S. 641, 648 (1915) 
(“[T]he exclusive right conferred by the patent was property, 
and the infringement was a tortious taking of a part of that 
property.”). 

The complainant here is not attempting to sue all pa-
tients and physicians who use the patented system, but is 
seeking to enforce the patent against the purveyor of the 
system, on a theory of inducement to infringe.  The pat-
entee’s position is that the patent is directly infringed 
jointly, and that the purveyor of the claimed method thereby 
induces direct infringement.  The common-law concept of 
joint tortfeasor has long been established in the patent 
arena and in its application the cases have turned on their 
particular facts, not on some indefeasible “single entity” bar 
created as a new rule of law.  Questions of joint liability 
turned on participation, collaboration, or other relevant 
facts, as courts applied the experience of the common law in 
a variety of factual situations.  The state of the law of joint 
infringement was summarized in a jury instruction in On 
Demand Machine Co. v. Ingram Industries, Inc., 442 F.3d 
1331 (Fed. Cir. 2006), as follows: 
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It is not necessary for the acts that constitute in-
fringement to be performed by one person or entity. 
 When infringement results from the participation 
and combined action(s) of more than one person or 
entity, they are all joint infringers and jointly liable 
for patent infringement.  Infringement of a patented 
process or method cannot be avoided by having an-
other perform one step of the process or method.  
Where the infringement is the result of the partici-
pation and combined action(s) of one or more per-
sons or entities, they are joint infringers and are 
jointly liable for the infringement. 

442 F.3d at 1344-45.  This court stated that “[w]e discern no 
flaw in this instruction as a statement of law,” although the 
court concluded as to that case that “no reasonable jury 
could find infringement, on the correct claim construction.”  
Id. at 1345. 

The present disregard of precedent is reflected in an-
other recent decision, where the court held that when the 
two entities “formed a strategic partnership, enabled [none-
theless] their two programs to work together, and collabo-
rated to sell the two programs as a unit,” there could be no 
infringement of the asserted method claims, as a matter of 
law.  Golden Hour Data Sys., Inc. v. emCharts, Inc., 614 
F.3d 1367, 1371 (Fed. Cir. 2010). The court, reversing the 
jury verdict, found that “the evidence of control or direction 
was insufficient as a matter of law to uphold a finding of 
joint infringement.”  Id. at 1380. 

Other recent rulings of this court are inconsistent.  In 
Cross Medical Products v. Medtronic Sofamor Danek, 424 
F.3d 1293 (Fed. Cir. 2005) the apparatus claim required 
that an orthopedic implant is in contact with bone inside the 
body; the court held that the implant before installation did 
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not directly infringe the apparatus claim, and that the 
implant provider’s liability for direct infringement could not 
turn on the act of a surgeon installing the implant as di-
rected, because the surgeon was not an agent of the pro-
vider; nonetheless, this court remanded for determination of 
whether the provider was liable for indirect infringement.  
In Fantasy Sports Properties v. Sportsline.com, Inc., 287 
F.3d 1108 (Fed. Cir. 2002) the claim was for a computer-
simulated football game with certain features; the district 
court held that a defendant-vendor of the software/game 
could not be liable for contributory infringement because the 
plaintiff-patentee did not prove that any users operated the 
software in an infringing manner.  However, in contrast 
with the present holding, the court left open the possibility 
that the vendor was liable for direct infringement, rejecting 
the vendor’s argument that it could not be liable for direct 
infringement because the software was operated by users on 
their own computers, outside of the control and direction of 
the vendor.  The court held that “[t]he users of the [accused] 
product therefore access the necessary software to play 
fantasy football at [the vendor’s] server on the Internet, and 
thus that software is maintained and controlled by [the 
vendor].”  Id. at 1119. 

Again in contrast with these principles, in Akamai 
Technologies, Inc. v. Limelight Networks, Inc., 629 F.3d 1311 
(Fed. Cir. 2010), a panel of the court proposed to promote a 
version of these aberrant holdings to “Federal Circuit law,” 
stating: 

This court therefore holds as a matter of Federal 
Circuit law that there can only be joint infringement 
when there is an agency relationship between the 
parties who perform the method steps or when one 
party is contractually obligated to the other to per-
form the steps. 
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629 F.3d at 1320.  However, if this change of law is to be “a 
matter of Federal Circuit law,” conflicting holdings must be 
overturned en banc, not by a three-judge panel.  In confus-
ing contrast, in Centillion Data Systems, LLC v. Qwest 
Communications International, Inc., 631 F.3d 1279 (Fed. 
Cir. 2011), a panel of this court, citing NTP, Inc. v. Research 
in Motion, Ltd., 418 F.3d 1282 (Fed. Cir. 2005), held that, 
unlike a claim to an interactive “method,” direct infringe-
ment of a claim to an interactive “system,” wherein ele-
ments of the system are physically controlled by different 
entities such as an independent “user,” is not subject to a 
“single-entity rule”: 
 

By causing the system as a whole to perform this 
processing and obtaining the benefit of the result, 
the customer has ‘used’ the system under §271(a).  
It makes no difference that the back-end processing 
is physically possessed by [the defendant].  The cus-
tomer is a single ‘user’ of the system and because 
there is a single user, there is no need for the vicari-
ous liability analysis from BMC or Cross Medical. 

 
631 F.3d at 1285.  And in Uniloc USA, Inc. v. Microsoft 
Corp., 632 F.3d 1292 (Fed. Cir. 2011) this court wrote “[t]hat 
other parties are necessary to complete the environment in 
which the claimed element functions does not necessarily 
divide the infringement between the necessary parties.”  632 
F.3d at 1309.  The panel majority’s ruling today further 
adds to the confusion of “use” of interactive inventions, as 
the panel majority holds that an interactive “method” is 
only used when a single entity performs or controls or 
directs every step of the claimed method, even if, as here, a 
single entity “cause[s] the [process] as a whole to perform ... 
and obtain[s] the benefit of the result.”  Centillion, 631 F.3d 
at 1285.  As “Congress did not use technical or occult 
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phrases” in “defining the extent of the rights and privileges 
secured to the patentee,” Bauer & Cie v. O’Donnell, 229 U.S. 
1, 11 (1913), we too should avoid “technical or occult” inter-
pretations of §271(a).  Panels of this court distinguishing 
between practice of an element of a system, and practice of 
an element of a method, does not add clarity or predictabil-
ity to patent law. 

Earlier cases applied the law of infringement as a 
straightforward matter of tortious responsibility.  For 
example, in Fromson v. Advance Offset Plate, Inc., 720 F.2d 
1565 (Fed. Cir. 1985), the court held that contributory 
infringement was possible when a step of a method claim 
was practiced by the customer, and explained that “because 
[the manufacturer’s] customers, not [the manufacturer], 
applied the diazo coating, [the manufacturer] cannot be 
liable for direct infringement with respect to those plates 
but could be liable for contributory infringement.”  Id. at 
1568.  This has been the law.  It has never had en banc 
reversal. 

II 
 

THE MCKESSON CLAIMS 
McKesson argues that there is joint infringement even 

on the “control or direction” theory, stating that the health-
care provider does exercise control or direction of the use of 
the MyChart system by patients.  McKesson states that: 

Before patients can even use MyChart, healthcare 
providers enter into a broader doctor-patient rela-
tionship, enroll patients in the program, and create 
personalized webpages for the patients, in order to 
facilitate the healthcare providers’ provision of ser-
vices to patients.  Only enrolled patients with user-
names and passwords may access their personalized 
webpages created by the healthcare providers, 
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which are linked to medical records created by pro-
viders for each patient.  Patients enter into a con-
tractual agreement covering their use of MyChart.  
The healthcare providers provide instructions on 
every aspect of using the webpages.  They can end a 
patient’s use of the system at any time.  And they 
even formulate some communications for patients. 

McKesson Br. 16-17 (internal citations omitted).  My col-
leagues deem this relationship irrelevant, ruling that it is 
the patient’s choice whether to initiate a communication, 
and use of the system is not required by the physician. 

McKesson argues that the doctor-patient relationship is 
far from the “arms-length cooperation” that was held inade-
quate to provide joint infringement in Muniauction or in 
BMC Resources, and that the control-or-direction test must 
be read in light of general principles of tort liability, citing 
Restatement Second of Torts §875 (“Each of two or more 
persons whose tortious conduct is a legal cause of a single 
and indivisible harm to the injured party is subject to liabil-
ity to the injured party for the entire harm.”); §876(a) (“For 
harm resulting to a third person from the tortious conduct of 
another, one is subject to liability if he does a tortious act in 
concert with the other or pursuant to a common design with 
him”); §877(c) (“For harm resulting to a third person from 
the tortious conduct of another, one is subject to liability if 
he permits the other to act upon his premises or with his 
instrumentalities, knowing or having reason to know that 
the other is acting or will act tortuously”). 

No patent principle or public policy, and no statutory 
requirement, warrants departure from these common law 
principles.  See PharmaStem Therapeutics, Inc. v. ViaCell, 
Inc., 491 F.3d 1342, 1358 (Fed. Cir. 2007) (“The 1952 Act did 
not make a substantive change in the law of contributory 
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infringement, but it divided the judicially created category 
of contributory infringement into two statutory subsec-
tions.”).  The question is that “of identifying the circum-
stances in which it is just to hold one individual accountable 
for the actions of another.”  Sony Corp. Am. v. Universal 
City Studios, Inc., 464 U.S. 417, 435 (1984) (discussing 
copyright infringement).  To the extent that recent panel 
rulings including BMC Resources, Muniauction, Golden 
Hour, and Akamai appear to stand for an absolute require-
ment that there must be direct infringement by a single 
entity who performs or controls or directs every step of the 
claimed method before there can be indirect infringement, 
these rulings are contravened by precedent. 

This case does not raise the specter of a patentee 
“impermissibly broaden[ing] the physical or temporal scope 
of the patent . . . in a manner that has anticompetitive 
effects,” in the words of Princo Corp. v. ITC, 616 F.3d 1318, 
1328 (Fed. Cir. 2010) (en banc).  To the contrary, this is a 
case of new technology adapted to public benefit—an ad-
vance supported by patent policy.  Today’s holding, and the 
few recent cases on which it builds, have the curious effect 
of removing from patent eligibility the burgeoning body of 
interactive computer-managed advances. 

A patent that cannot be enforced on any theory of in-
fringement, is not a statutory patent right.  It is a cynical, 
and expensive, delusion to encourage innovators to develop 
new interactive procedures, only to find that the courts will 
not recognize the patent because the participants are inde-
pendent entities.  From the error, confusion, and unfairness 
of this ruling, I respectfully dissent. 
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA

ATLANTA DIVISION

MCKESSON INFORMATION
SOLUTIONS LLC,

     Plaintiff,                 CIVIL CASE NO.
                1:06-CV-2965-JTC

          v.

EPIC SYSTEMS CORPORATION. 

     Defendant.

O R D E R

 This is a patent infringement action brought by Plaintiff McKesson

Information Solutions LLC (“McKesson”).  The technology at issue in this case

involves a method for a health-care provider and a patient to communicate

automatically and electronically with each other.  The allegedly infringing

product is MyChart, a health-care information software product made and

sold by Defendant Epic Systems Corporation (“Epic”).  Previously, the Court

granted in part Epic’s motion for summary judgment with respect to

McKesson’s claims of infringement.  (Order, Sept. 6, 2009.)  The Court held

that McKesson could not show that any single party directly infringes the

patent at issue.  (Id. at 14.)  

The Court, however, did not rule on McKesson’s Motion for Summary

Judgment of No Inequitable Conduct [# 313] and Defendant’s Motion for

Summary Judgment on its counterclaims of invalidity and unenforceability [#
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314].  Instead, the Court directed the parties to submit supplemental briefs

stating their position as to whether it was necessary for the Court to address

the remaining summary judgment motions in light of its ruling of non-

infringement. 

In response to the Court’s Order, McKesson contends that the Court’s

finding of non-infringement rendered moot the invalidity counterclaims.  

Thus, it contends that the Court should deny without prejudice its motion for

summary judgment on inequitable conduct, dismiss without prejudice Epic’s

counterclaims of inequitable conduct and invalidity, and enter a final

judgment of non-infringement.  If the Federal Circuit finds that the Court

erred in its finding of non-infringement, the parties can re-assert their

motions upon remand.  In contrast, Epic requests that the Court decide the

remaining motions, set this case for trial on the counterclaims, and fully

resolve its counterclaims prior to any appeal. 

The Federal Circuit has explained that once a district court finds that a

patent was not infringed, the court may exercise its discretion and dismiss

without prejudice invalidity and unenforceability counterclaims or dispose of

the counterclaims on the merits.   Liquid Dynamics Corp. v. Vaughan Co.,

Inc., 355 F.3d 1361, 1370-71 (Fed. Cir. 2004); Nystrom v. Trex Co., Inc., 339

F.3d 1347, 1350-51(Fed. Cir. 2003); Phonometrics v. Northern Telecom, Inc.,
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1  Although Epic contends that these decisions are wrongly decided in
light of the Supreme Court’s decision in Cardinal Chem. Co. v. Morton Int’l,
508 U.S. 83, 113 S. Ct. 1967 (1993), the Federal Circuit has addressed this
issue and held that “[t]he Supreme Court’s decision in Cardinal Chemical . . .
does not preclude this discretionary action by the district court.  Cardinal
Chemical simply prohibits us . . . from vacating a judgment of invalidity when
we conclude that a patent has not been infringed . . . .”  Phonometrics, 133
F.3d at 1468; see also Liquid Dynamics, 355 F.3d at 1370-71.  

3

133 F.3d 1459, 1468 (Fed. Cir. 1998); see also Atlanta Attachment Co. v.

Leffett & Platt, Inc., No. 1:05cv1071-ODE, 2007 WL 5011980, at *9-10 (N.D.

Ga. Feb. 23, 2007) (Evans, J.) (dismissing without prejudice invalidity

counterclaims after finding non-infringement).1  In light of the Court’s prior

ruling of non-infringement, the Court finds that dismissing the counterclaims

without prejudice and entering final judgment is the appropriate course of

action in this case.  The entry of final judgment will allow the parties to

appeal the dispositive issue of non-infringement without awaiting a jury

verdict on Epic’s counterclaims; counterclaims that are potentially moot in

light of the Court’s finding of non-infringement.  If the Federal Circuit finds

that the Court erred in determining the issue of infringement and remands

the case, Epic can reassert its counterclaims, and the Court will consider

them at that time.  

The Court DISMISSES without prejudice Epic’s counterclaims and

DENIES without prejudice the outstanding motions for summary judgment

[# 313 & # 314].  Consistent with this Courts September 6, 2009, Order
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granting in part summary judgment for Epic, the Court DIRECTS the Clerk

to enter final judgment in this case.   

SO ORDERED, this      10th     _ day of February, 2010.

________________                                   
JACK T. CAMP
UNITED STATES DISTRICT JUDGE
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA

ATLANTA DIVISION

MCKESSON INFORMATION
SOLUTIONS LLC,

     Plaintiff,                 CIVIL CASE NO.
                1:06-CV-2965-JTC

          v.

EPIC SYSTEMS CORPORATION. 

     Defendant.

O R D E R

 This matter is currently before the Court on Plaintiff’s motion for

summary judgment of no inequitable conduct [#313], Defendant’s motion for

summary judgment [#314], and several procedural motions filed by both

parties [#346, #378, #382].  Defendant moves for summary judgment on

Plaintiff’s claims of patent infringement on the grounds that the patent-in-

suit is invalid or, in the alternative, that Defendant’s product does not

infringe the patent-in-suit.  Plaintiff moves for summary judgment on

Defendant’s inequitable conduct defense.  For the following reasons, the

Court GRANTS Defendant’s motion to strike [#378], GRANTS in part

Defendant’s motion for summary judgment [#314] with respect to Plaintiff’s

claims of infringement, and reserves ruling on the remaining issues.    

Case 1:06-cv-02965-JTC     Document 389      Filed 09/08/2009     Page 1 of 18
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1 The Court views the facts in the light most favorable to Plaintiff, as the
nonmovant, and draws all reasonable inferences in Plaintiff’s favor.  United States
v. Four Parcels, 941 F.2d 1428, 1437 (11th Cir. 1991).
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I. Background1 

The technology at issue in this patent infringement action involves a

method for a health-care provider and a patient to communicate

automatically and electronically with each other.  The patent-in-suit is U.S.

Patent No. 6,757,898 (“the ‘898 patent”), owned by Plaintiff McKesson

Information Solutions LLC (“McKesson”).  The allegedly infringing product is

MyChart, a health-care information software product made and sold by

Defendant Epic Systems Corporation (“Epic”).

A. The ‘898 Patent

The ‘898 patent relates to “an automated system of electronic

communications between a health-care or medical service provider and

his/her patient, for the purpose of providing a simple, reliable and effective

interface for rapidly exchanging inquiries, responses, data, services and

information between [] both parties for the mutual benefit and satisfaction of

each.”  ‘898 patent, col. 1, ll. 5-13.  The ‘898 patent contains eighteen claims. 

‘898 patent, cols. 44-46.  McKesson alleges that Epic’s MyChart product

infringes claims 1-10, 12-14, and 16-18 of the ‘898 patent. 

Case 1:06-cv-02965-JTC     Document 389      Filed 09/08/2009     Page 2 of 18
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Claim 1 of the ‘898 patent is a method claim, which recites “[a] method

of automatically and electronically communicating between at least one

health-care provider and a plurality of users serviced by the health-care

provider . . .”  ‘898 patent, col. 44, ll. 60-62.  The method comprises the

following steps:

• initiating a communication by one of the plurality of users to the
provider for information, wherein the provider has established a
preexisting medical record for each user;

• enabling communication by transporting the communication
through a provider/patient interface over an electronic
communication network to a Web site which is unique to the
provider, 

• whereupon the communication is automatically reformatted and
processed or stored on a central server, said Web site supported
by or in communication with the central server through a
provider-patient interface service center;

• electronically comparing content of the communication with
mapped content, which has been previously provided by the
provider to the central server, to formulate a response as a static
or dynamic object, or a combined static and dynamic object; and 

• returning the response to the communication automatically to the
user’s computer, whereupon theresponse is read by the user or
stored on the user’s computer, 

• said provider/patient interface providing a fully automated
mechanism for generating a personalized page or area within the
provider’s Web site for each user serviced by the provider; and 

• said patient-provider interface service center for dynamically
assembling and delivering custom content to said user.

Case 1:06-cv-02965-JTC     Document 389      Filed 09/08/2009     Page 3 of 18

A000008



4

‘898 patent, col. 44, ll. 64 - col. 45, ll. 24.  The remaining claims of the ‘898

patent are dependent upon claim 1, in that they refer to and incorporate the

method recited in claim 1.  ‘898 patent, col. 45-46.

B. MyChart 

MyChart is a software system that was developed by Epic.  (Def.’s

Statement of Material Facts (“DSMF”) ¶ 39; Pl.’s Resp. to DSMF ¶ 39.)  Epic

is not a healthcare provider and it does not use MyChart to communicate

with patients of a healthcare provider.  (DSMF ¶¶ 543-544; Pl.’s Resp. to

DSMF ¶¶ 543-544.)  Rather, Epic licenses its MyChart software to various

healthcare providers, including hospitals, medical groups, and pediatric

facilities.  (DSMF ¶ 546; Pl.’s Resp. to DSMF ¶ 546.)  Those healthcare

providers then use MyChart to allow their patients to access certain

information, such as the patient’s medical records, treatment information,

and scheduling information.  (DSMF ¶ 547; Pl.’s Resp. to DSMF ¶ 547.) 

The initial step of “initiating a communication” on MyChart is

performed by a patient or other user, not by a healthcare provider.  (DSMF ¶

548; Pl.’s Resp. to DSMF ¶ 548.)  A patient may initiate a communication

with a healthcare provider using MyChart by logging into the provider’s

MyChart webpage using the patient’s web browser and by entering a

username and password.  (DSMF ¶ 550; Pl.’s Resp. to DSMF ¶ 550; Bysinger
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Dep. 405:17-406:5.)  Patients may freely choose whether to initiate a

communication and log into MyChart; healthcare providers who use MyChart

do not require their patients to sign up for or to use MyChart.  (DSMF ¶¶

551-554; Pl.’s Resp. to DSMF ¶¶ 551-554.  Thus, it is the patient’s choice

whether or not to initiate a communication with the provider.  (Bysinger Dep.

405:17-24.)    

II. Legal Standard 

Summary judgment is appropriate only when there are no genuine

issues of material fact to be presented to a jury for decision and the moving

party is entitled to judgment as a matter of law.  Fed. R. Civ. P. 56.  The

substantive law applicable to the case determines which facts are material. 

Anderson v. Liberty Lobby, Inc., 477 U.S. 242, 248, 106 S. Ct. 2505, 2510

(1986).  In considering the motion for summary judgment, the Court “should

‘resolve all reasonable doubts about the facts in favor of [Plaintiff],’ . . . and

draw ‘all justifiable inferences . . . in [Plaintiff’s] favor . . . .’”  Four Parcels,

941 F.2d at 1437.  The Court may not weigh conflicting evidence nor make

credibility determinations.  Hairston v. Gainesville Sun Publ’g Co., 9 F.3d

913, 919 (11th Cir. 1993), reh’g denied, 16 F.3d 1233 (1994) (en banc).

When the non-moving party bears the burden of proof at trial, as is the

case here, the moving party is not required to support its motion with
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affidavits or similar material negating the non-moving party’s claims. 

Fitzpatrick v. City of Atlanta, 2 F.3d 1112, 1115 (11th Cir. 1993).  Instead,

with respect to Plaintiff’s claims of infringement, Defendant may point out to

the Court an absence of evidence to support an essential element of Plaintiff’s

case.  Id.  Plaintiff must then respond with sufficient evidence to withstand a

directed verdict motion at trial.  Fed. R. Civ. P. 56(e); Hammer v. Slater, 20

F.3d 1137, 1141 (11th Cir. 1994) (citations omitted). 

III. Defendant’s Motion for Summary Judgment [#314]

Epic previously moved for summary judgment on the grounds that: (1)

providers using Epic’s MyChart software do not perform the step of “initiating

a communication;” and (2) MyChart providers do not direct or control users of

MyChart to initiate the communication.  The Court denied Epic’s initial

motion for summary judgment because: (1) the step of initiating a

communication by the user is not a part of the method itself, rather the

method begins after the user has initiated the communication; and (2) even if

initiation by the user is an integral part of the method, McKesson offered

sufficient evidence to create a genuine issue of material fact concerning

whether healthcare providers implementing MyChart direct and control

MyChart users to initiate the communication.  (Order, May 16, 2008 at 5-9.)  

Epic has again moved for summary judgment on McKesson’s
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infringement claims on the same grounds.  Upon review of recent case law

and the evidence presently before the Court, the Court now finds that Epic is

entitled to summary judgment on McKesson’s claims of infringement.

A. The Applicable Law 

In BMC Res., Inc. v. Paymentech, L.P., 498 F.3d 1373, 1378 (Fed. Cir.

2007), the United States Court of Appeals for the Federal Circuit addressed

“the proper standard for joint infringement by multiple parties of a single

claim.”  498 F.3d at 1378.  “Direct infringement requires a party to perform or

use each and every step or element of a claimed method or product.”  Id.

(internal citations omitted).  In the context of method patent claims,

“infringement occurs when a party performs all of the steps of the process.” 

Id. at 1379.  However:

A party cannot avoid infringement . . . by contracting out steps of
a patented process to another entity.  In those cases, the party in
control would be liable for direct infringement.  It would be unfair
indeed for the mastermind in such situations to escape liability.  

Id. at 1381.  Under BMC Res., a party may be held liable for infringing a

method patent claim when that party either performs each step of the

patented method or when that party directs and controls the performance of

any step of the patented method which it does not perform itself.  

Recent case law – decided after this Court originally ruled on this issue

– has clarified the BMC standard.  See Muniauction, Inc. v. Thomson Corp.,
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532 F.3d 1318 (Fed. Cir. 2008), cert. denied, 129 S. Ct. 1585 (2009); Global

Patent Holdings, LLC v. Panthers BRHC LLC, 586 F. Supp. 2d 1331 (S.D.

Fla. 2008), aff’d, 318 F. App’x 908 (Fed. Cir. 2009).  

1. Muniauction, Inc. v. Thomson Corp.  

The Federal Circuit’s recent decision in Muniauction indicates that

controlling access to an online method and instructing users on how to use

the method is insufficient evidence of direction and control.  The patent at

issue in Muniauction claimed “electronic methods for conducting ‘original

issuer auctions of financial instruments.’”  Muniauction, Inc. v. Thomson

Corp., 532 F.3d 1318, 1321 (Fed. Cir. 2008), cert. denied, 129 S. Ct. 1585

(2009).  The method was directed to municipal bond auctions which were to

be conducted over the internet.  Id.  

The patent provided an integrated system on a single server which

allowed “[bond] issuers to run the auction and bidders to prepare and submit

bids using a conventional web browser, without the use of other separate

software.”  Id. at 1322.  The parties did not dispute that no single party

performed every step of the asserted claims because the “inputting step” of

the patented method required “inputting data associated with at least one bid

for at least one fixed income financial instrument into said bidder’s computer

via said input device.”  Id. at 1328-29, n.5.
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In Muniauction, the Federal Circuit restated the rule set forth in BMC

Res. that “where the actions of multiple parties combine to perform every step

of a claimed method, the claim is directly infringed only if one party exercises

‘control or direction’ over the entire process such that every step is

attributable to the controlling party, i.e., the ‘mastermind.’” Id. at 1329 (citing

BMC Res., 498 F.3d at 1380-81).  The issue before the Federal Circuit in

Muniauction was whether the auctioneer sufficiently controlled or directed

the actions of the bidder – in inputting the bidder’s bid on the bidder’s

computer – such that the auctioneer could be said to have performed every

step of the patented method.  Id. 

The Federal Circuit held that the defendant did not perform every step

of the claimed method nor had another party perform the steps on its behalf,

and, therefore, the defendant did not infringe the asserted method claim as a

matter of law.  Id. at 1330.  The court explained:

Under BMC Resources, the control or direction standard is
satisfied in situations where the law would traditionally hold the
accused direct infringer vicariously liable for the acts committed
by another party that are required to complete performance of a
claimed method.

Id. (emphasis added).  Most importantly, the court noted that the fact that

the defendant “controls access to its system and instructs bidders on its use is
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not sufficient to incur liability for direct infringement.”  Id. (emphasis added).

2. Global Patent Holdings, LLC v. Panthers BRHC LLC 

In Global Patent Holdings, the patent at issue claimed a “method for

downloading responsive data from a remote server.”  Global Patent Holdings,

LLC v. Panthers BRHC LLC, 586 F. Supp. 2d 1331, 1333 n.1 (S.D. Fla. 2008),

aff’d, 318 F. App’x 908 (Fed. Cir. 2009).  The plaintiff alleged that the

defendant infringed the method claim “by downloading responsive data,

including audio/visual and graphical representations, such as JPEG images

and/or other compressed data, on its website.”  Id.  The plaintiff alleged that

the infringement took place through the joint action of both the defendant

and the website user.  Id.  The plaintiff alleged that the defendant directed

and controlled the website user by sending a set of computer programs to the

user’s computer through the defendant’s website.  Id.  The defendant moved

to dismiss the complaint on the grounds that the plaintiff had not alleged that

the defendant either performed every step of the claimed method or directed

and controlled the user in performing any steps not performed by the

defendant.  Id.  

After discussing the holdings in BMC Res. and Muniauction, the

district court granted the defendant’s motion to dismiss.  Id. at 1334-36.  In so

doing, the court first noted that the patented method required two parties to
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complete all of the method’s steps: “a remote computer user, and the website

server.”  Id. at 1335.  The court then noted that “the patented method does

not begin until a computer user visits Defendant’s website.  If no person ever

visited Defendant’s website, then Plaintiff’s patent would never be infringed.” 

Id. (emphasis added).  

The court found that the plaintiff failed to allege sufficient facts to

suggest that the defendant directed or controlled the user in visiting the

website.  Id.  The court noted that putting “Javascript programs on the

remote user’s computer to allow the process to begin” is insufficient to show

direction or control.  Id.  In addition, the plaintiff did not allege that “remote

users are contractually bound to visit the website,” that “remote users are

Defendant’s agents who visit the website within the scope of their agency

relationship,” or any other “facts which would render Defendant otherwise

vicariously liable for the acts of the remote user.”  Id.  

The court concluded that, because “the patented process cannot start

until the remote user visits Defendant’s website[,]” and because “Plaintiff has

not alleged that these individuals visit Defendant’s website under

Defendant’s ‘direction or control[,]’” the defendant could not be liable for

direct patent infringement.  Id.   
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B. Application of BMC, Muniauction, and Global Patent Holdings

Although the Court denied Epic’s motion previously, the Muniauction

and Global Patent Holdings decisions – which clarified the BMC Res. decision

– compel the Court to now grant Epic’s motion for summary judgment of

noninfringement.  

First, this case is factually similar to the situation presented in Global

Patent Holdings.  Just like the accused method in Global Patent Holdings,

the parties in this case agree that the “initiating a communication” step of

claim 1 is performed by a patient or other user, not by a healthcare provider. 

(DSMF ¶ 548; Pl.’s Resp. to DSMF ¶ 548.)  In addition, like Global Patent

Holdings, the method in MyChart does not begin until a computer user visits

Defendant’s website.  Moreover, the parties do not dispute that MyChart

users choose whether or not to initiate a communication with the provider

and the user is not under any obligation to initiate a communication.  (DSMF

¶¶ 551-554; Pl.’s Resp. to DSMF ¶¶ 551-554; Bysinger Dep. 405:17-406:5.)  As

in Global Patent Holdings, “[i]f no person ever visited Defendant’s website,

then Plaintiff’s patent would never be infringed.”  Thus, the fact that

MyChart users must initiate the communication in order to begin the

patented method is, under Global Patent Holdings, sufficient to defeat a claim
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of direct infringement absent evidence that MyChart providers direct and

control the user to initiate the communication.  

Second, McKesson cannot show that genuine issues of fact remain

concerning whether MyChart providers direct and control MyChart users to

initiate the communication.  McKesson relies on the testimony of two experts

to show direction and control by MyChart providers: Dr. Charles Isbell and

Dr. Wallace Bysinger.  As discussed below, McKesson no longer relies on the

testimony of Dr. Isbell on the issue of direction and control.  Dr. Bysinger

testified as to the following evidence of direction and control by providers: 

• providers use login information to restrict patients’ access;

• providers require that patients agree to certain terms and
conditions in order to use the system;

• providers determine the user’s level of access; 

• providers require that the patient accept “cookies” in order to use
MyChart; and 

• patients can only access information provided by the provider or
that the provider wants them to see.

(Pl.’s Resp. to DSMF ¶ 555.  See also Bysinger Dep. 408:19-412:16.)  Dr.

Bysinger’s testimony shows only that MyChart providers control the users’

access to MyChart.  Dr. Bysinger himself admitted that each of the above

facts is evidence of how providers control users’ access to MyChart.  (Bysinger

Dep. 408:19-412:16.)  In Muniauction, the Federal Circuit found that
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controlling access to an online method and instructing users on how to use

the method is insufficient evidence of direction and control.  Thus, under

Muniauction, the evidence offered by McKesson is insufficient to demonstrate

the direction and control necessary to establish joint infringement.  

C. Conclusion as to Infringement 

In summary, Epic’s MyChart product requires that a user initiate a

communication with a provider before the method begins.  McKesson failed to

demonstrate that genuine issues of fact remain concerning whether MyChart

providers direct and control MyChart users to initiate the communication. 

Thus, under BMC Res. and its progeny, McKesson cannot demonstrate that

any single party directly infringes the ‘898 patent.  Moreover, because a party

must first show direct infringement in order to succeed on a claim of indirect

infringement, McKesson’s claims of indirect infringement fail.  See Dynacore

Holdings Corp. v. U.S. Phillips Corp., 363 F.3d 1263, 1272 (Fed. Cir. 2004)

(“Indirect infringement . . . can only arise in the presence of direct

infringement[.]”).

Although the current state of the law requires that the Court grant

Epic’s motion for summary judgment, the Court notes that the single entity

rule and BMC’s interpretation thereof severely limits the protection provided

for patents which would otherwise be valid and enforceable.  A potential
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infringer seeking to take advantage of a patented process could likely avoid

infringement simply by designing its otherwise infringing product in a way

that allows customers to decide initially whether to access it.  See generally

Joshua P. Larsen, Liability for Divided Performance of Process Claims After

BMC Resources, Inc. v. Paymentech, L.P., 19 DePaul J. Art, Tech. & Intell.

Prop. L 41 (2008).  As long as the sale of a product constitutes an arms length

transaction between the customer and the infringing company, which is

insufficient to create vicarious liability, the patent holder would likely have

no redress against the infringer.  Id.  This result weakens the policy of

providing protection to those who devote the time and resources to develop

otherwise novel and patentable methods. 

IV. Plaintiff’s Motion to Strike [#313] 

Epic also moved to strike the declaration of Dr. Charles Isbell, which

McKesson relies on to argue that MyChart providers exercise direction and

control over MyChart users.  McKesson first filed Dr. Isbell’s declaration in

response to Epic’s original motion for summary judgment of non-

infringement.  The Court relied in part on Dr. Isbell’s declaration in denying

Epic’s initial motion for summary judgment.  (See Order, May 16, 2008 at 7-

9.)  McKesson concedes that the declaration it now relies on in opposition to

Epic’s current motion for summary judgment is the same declaration it relied
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on in response to Epic’s first motion for summary judgment.  (See Pl.’s Resp.

to Def.’s Mot. to Strike [#385] at 5.)  For the following reasons, the Court

grants Epic’s motion and strikes Dr. Isbell’s declaration.  

First, at Dr. Isbell’s deposition, McKesson stated that it would no longer

rely on Dr. Isbell’s testimony or declaration on the issue of direction or

control.  The following exchange took place at Dr. Isbell’s deposition between

counsel for Epic and counsel for McKesson:

Epic’s Counsel: [I]s Dr. Isbell going to give any further opinions
on the direction and control issue, or do you
intend to use his declaration that you filed on
summary judgment any further in this case? 
Because I’ve got questions on that – 

McKesson’s Counsel: We are not – if it’s not in his report, he’s not
going to be talking about it.  

Epic’s Counsel: Okay.

McKesson’s Counsel: And specifically, if you’re going to the direction
or control issue of his declaration, the answer is
no.

Epic’s Counsel: So you won’t – let me just be clear.  You’re not
going to have him offer an opinion on the
initiating communication, direction and control
thing?

McKesson’s Counsel: No.

Epic’s Counsel: Nor are you going to ever use again in this case
the declaration you submitted in opposition of
the summary judgment motion?
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McKesson’s Counsel: That’s correct.

Epic’s Counsel: I can skip some questions if that’s the case, and
I appreciate that.  All right.

(Isbell Dep. 179:11-180:11.)  Relying on McKesson’s representation that they

would no longer use Dr. Isbell’s declaration on the direction or control issue,

Epic did not question Dr. Isbell on that issue.  

In addition, Dr. Isbell did not address the direction or control issue in

the expert reports he submitted in this case.  Thus, Dr. Isbell will not be

permitted to testify at trial concerning the direction or control issue.  See Fed.

R. Civ. P. 26(a)(2), 37(c)(1).  In fact, McKesson admitted that it “did not and

does not intend to request that Dr. Isbell provide any testimony at trial on the

‘direction or control’ issue . . . .”  (See Pl.’s Resp. to Def.’s Mot. to Strike [#385]

at 7.)  Because Dr. Isbell cannot testify at trial on the issue of direction or

control, McKesson cannot rely on Dr. Isbell’s declaration to defeat summary

judgment.  Therefore, the Court GRANTS Epic’s motion to strike the portions

of Dr. Isbell’s declaration directed to the direction or control issue.   

V. Conclusion 

For the foregoing reasons, the Court GRANTS in part Defendant’s

motion for summary judgment [#314] with respect to Plaintiff’s claims of

infringement.  The Court also GRANTS Defendant’s motion to strike Dr.

Isbell’s declaration [#378] and DENIES Defendant’s motion for a status
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conference regarding potential trial dates [#346].  The Court DIRECTS the

parties to address within five (5) days of the entry of this Order, in writing

and not to exceed ten (10) pages, whether it is necessary for the Court to

address the remaining portions of the parties’ respective motions for

summary judgment.  

SO ORDERED, this       6th    _ day of September, 2009.

________________                                   
JACK T. CAMP
UNITED STATES DISTRICT JUDGE
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IN THE UNITED STATES DISTRICT COURT
FOR THE NORTHERN DISTRICT OF GEORGIA

ATLANTA DIVISION

MCKESSON INFORMATION
SOLUTIONS LLC,

     Plaintiff,                 CIVIL CASE NO.
                1:06-CV-2965-JTC

          v.

EPIC SYSTEMS CORPORATION. 

     Defendant.

O R D E R

 This matter is currently before the Court on Defendant’s motion for

summary judgment of noninfringement [#114].  Defendant moves for

summary judgment on Plaintiff’s claims of patent infringement on the basis

that the entities using its accused software do not perform all elements of the

patent-in-suit, and, therefore, Defendant cannot have infringed that patent. 

The Court disagrees and DENIES Defendant’s motion [#114].  

I. Background 

The technology at issue in this patent infringement action involves a

method for a health-care provider and a patient to communicate

automatically and electronically with each other.  The patent-in-suit is U.S.

Patent No. 6,757,898 (“the ‘898 patent”), owned by Plaintiff McKesson

Information Solutions LLC.  The allegedly infringing product is MyChart, a

health-care information software product made and sold by Defendant Epic
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Systems Corporation.

A. The ‘898 Patent

The ‘898 patent relates to “an automated system of electronic

communications between a health-care or medical service provider and

his/her patient, for the purpose of providing a simple, reliable and effective

interface for rapidly exchanging inquiries, responses, data, services and

information between [] both parties for the mutual benefit and satisfaction of

each.”  ‘898 patent, col. 1, ll. 5-13.  The ‘898 patent contains eighteen claims. 

‘898 patent, cols. 44-46.  McKesson alleges that Epic has directly or indirectly

infringed claims 1-10 and 12-18 of the ‘898 patent.  (Def.’s Stmt. of Material

Facts (“DSMF”) ¶ 1; Pl.’s Resp. DSMF ¶ 1.) 

The parties agree that claim 1 of the ‘898 patent is a method claim. 

(DSMF ¶ 2; Pl.’s Resp. DSMF ¶ 2.)  Claim 1 recites “[a] method of

automatically and electronically communicating between at least one health-

care provider and a plurality of users serviced by the health-care provider . .

.”  ‘898 patent, col. 44, ll. 60-62.  While the parties dispute the proper

construction of some of the terms in claim 1, the parties agree that the

method recited in claim 1 consists of approximately four steps.  (DSMF ¶¶ 4-

7; Pl.’s Resp. DSMF ¶¶ 4-7); ‘898 patent, col. 44, ll. 64 - col. 45, ll. 24.  Those

steps are as follows:
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1. Claim 1 first requires the step of “initiating a communication by
one of the plurality of users to the provider for information,
wherein the provider has established a preexisting medical record
for each user.” ‘898 patent, col. 44, ll. 64-67; (DSMF ¶ 4; Pl.’s
Resp. DSMF ¶ 4).

2. Claim 1 then requires the step of “enabling communication by
transporting the communication through a provider/patient
interface over an electronic communication network to a Web site
which is unique to the provider, whereupon the communication is
automatically reformatted and processed or stored on a central
server, said Web site supported by or in communication with the
central server through a provider-patient interface service
center.” ‘898 patent, col. 45, ll. 1-8; (DSMF ¶ 5; Pl.’s Resp. DSMF
¶ 5).  

3. Next, Claim 1 requires the step of “electronically comparing
content of the communication with mapped content, which has
been previously provided by the provider to the central server, to
formulate a response as a static or dynamic object, or a combined
static and dynamic object; and returning the response to the
communication automatically to the user’s computer, whereupon
the response is read by the user or stored on the user’s computer.”
‘898 patent, col. 45, ll. 9-16; (DSMF ¶ 6; Pl.’s Resp. DSMF ¶ 6).  

4. Claim 1 concludes by stating “said provider/patient interface
providing a fully automated mechanism for generating a
personalized page or area within the provider’s Web site for each
user serviced by the provider.” ‘898 patent, col. 45, ll. 17-21;
(DSMF ¶ 7; Pl.’s Resp. DSMF ¶ 7).  

The remaining claims of the ‘898 patent are dependent upon claim 1, in

that they refer to and incorporate the method recited in claim 1.  ‘898 patent,

col. 45-46; (Pl.’s Claim Constr. Br. at 12; Def.’s Claim Constr. Br. at 3).

B. Defendant’s Allegedly Infringing Product 

MyChart is a software system that was developed by Epic.  (PSMF ¶ 1;
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Def.’s Resp. PSMF ¶ 1.)  MyChart allows health-care providers to make

medical records and other information available to users so that the users can

access that information.  (DSMF ¶ 8; Pl.’s Resp. DSMF ¶ 8.)  Epic’s MyChart

software allows patients who have computer and internet access to log on to

their provider’s website using a unique username and password in order to

access medical records and other information.  (DSMF ¶ 11; Pl.’s Resp. DSMF

¶ 11.)  Defendant argues that, because no single entity using its MyChart

software performs every step of the method recited in claim 1 of the ‘898

patent, it cannot be held liable for infringement.  

II. Legal Standard 

Summary judgment is appropriate only when there are no genuine

issues of material fact and the moving party is entitled to judgment as a

matter of law.  Fed. R. Civ. P. 56.  The substantive law applicable to the case

determines which facts are material.  Anderson v. Liberty Lobby, Inc., 477

U.S. 242, 248, 106 S. Ct. 2505, 2510 (1986).  "The district court should 'resolve

all reasonable doubts about the facts in favor of the non-movant,' . . . and

draw 'all justifiable inferences . . . in his favor . . . .'" United States v. Four

Parcels, 941 F.2d 1428, 1437 (11th Cir. 1991).  The court may not weigh

conflicting evidence nor make credibility determinations.  Hairston v.

Gainesville Sun Publ’g Co., 9 F.3d 913, 919 (11th Cir. 1993), reh'g denied, 16
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F.3d 1233 (1994) (en banc).

In the context of patent infringement claims, a determination of

noninfringement of a patent is a question of fact, and courts must resolve all

reasonable factual inferences in favor of the patentee.  IMS Tech., Inc. v.

Haas Automation, Inc., 206 F.3d 1422, 1429 (Fed. Cir. 2000).  To grant a

motion for summary judgment of noninfringement, a court must find that “no

reasonable jury could find infringement.”  Id.  

III. Discussion

Defendant argues that, under BMC Res., Inc. v. Paymentech, L.P., 498

F.3d 1373, 1378 (Fed. Cir. 2007), it cannot be found liable for infringement of

the ‘898 patent because: (1) the providers using its MyChart software do not

perform all of the steps of the method described in claim 1 of the ‘898 patent;

and (2) the providers do not direct or control the users of MyChart to perform

any steps the providers do not perform themselves.  

In BMC, the United States Court of Appeals for the Federal Circuit

addressed “the proper standard for joint infringement by multiple parties of a

single claim.”  498 F.3d at 1378.  “Direct infringement requires a party to

perform or use each and every step or element of a claimed method or

product.”  Id. (internal citations omitted).  In the context of method patent

claims, “infringement occurs when a party performs all of the steps of the
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process.”  Id. at 1379.  This is often referred to as the single-entity rule. 

However, there is an exception to this rule:

A party cannot avoid infringement . . . by contracting out steps of
a patented process to another entity.  In those cases, the party in
control would be liable for direct infringement.  It would be unfair
indeed for the mastermind in such situations to escape liability.  

Id. at 1381.  Thus, a party may be held liable for infringing a method patent

claim when that party either performs each step of the patented method or

when that party directs and controls the performance of any step of the

patented method which it does not personally perform.  

Step 1 of claim 1 of the ‘898 patent requires “initiating a communication

by one of the plurality of users to the provider for information, wherein the

provider has established a preexisting medical record for each user[.]”  ‘898

patent, col. 44, ll. 64-67.  Epic argues that, under BMC, it does not infringe

claim 1 of the ‘898 patent because the MyChart users – as opposed to the

providers – perform step 1 of the method. (PSMF ¶ 6; Def.’s Resp. PSMF ¶ 6.) 

For the following reasons, the Court finds that questions of material fact

remain as to whether the providers using Epic’s MyChart software direct and

control the user to perform the first step of the method.

First, the method at issue in this case is distinguishable from the

method at issue in BMC.  The court in BMC found that the defendant did not

infringe the patented method because the defendant’s method required third
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party debit networks and financial institutions to perform integral parts of

the method.  Id. at 1381-82.  The first step in the allegedly infringing process

in BMC required that “the customer call[] the merchant to pay a bill using an

IVR.”  Id. at 1375.  Although the accused process in BMC required a “user” to

make a call to initiate the method, the court in BMC did not focus on the

actions of the customer or “user.”  Rather, the court in BMC focused on the

actions taken by the financial institutions and debit networks which were

necessary steps of the method after it was initiated.  

Here, once the MyChart method is initiated, the remaining steps of the

method are performed by the provider.  Initiating the communication is not a

part of the method itself; rather, the MyChart method begins after the user

has initiated the communication.  Thus, unlike the debit networks and

financial institutions in BMC, MyChart users do not perform an integral part

of the method.  The “user” only initiates the method, each step of which is

performed by MyChart.

Even if initiation by the user is considered an integral part of the

method, questions of fact remain as to whether the provider directs and

controls those actions.  McKesson points to the following evidence to show

that providers “direct and control” users to initiate the communication1:  
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• A user can only initiate a communication with the health-care
provider via MyChart if the health-care provider creates a
medical record for the user.  (Pl.’s Stmt. of Facts ¶ 15.)

• A user can only initiate a communication using MyChart if the
health-care provider provides the user with an access code and
activate’s the user’s account.  (Id. ¶ 16.)

• The provider directs the user to enter the user’s name and
password in order to log on to the website.  (Id. ¶ 17.)

• A provider can change a user’s password at any time.  (Id. ¶ 18.) 

• The provider occasionally requires the user to read and agree to
terms and conditions.  (Id. ¶ 19.)

• Once the health-care provider authenticates a user, it sends a
“cookie” to the user’s computer.  This cookie generates a token
that attaches to any action taken by the user.  (Id. ¶¶ 20-22.)

• MyChart uses content linking, which automatically creates a
query for articles of interest based upon the user’s age and sex
and standard industry diagnoses or medication codes.  These
queries are automatically generated and sent to the database by
the provider, not the user.  (Isbell Decl. ¶ 12(g).)  

• MyChart also uses a content relevancy engine (“CRE”).  The CRE
compiles relevant articles based on the user’s age and sex and
standard industry diagnoses or medication codes and adds links
to the articles on the user’s home page.  If the user clicks on the
link, MyChart automatically initiates a communication to the
providers’ database for the articles which are then automatically
provided to the user.  (Isbell Decl. ¶ 12(h).)  
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This evidence is at least sufficient to create a genuine issue of material fact as

to whether in both the MyChart situation, as well as in the McKesson

method, the actions of the users are directed and controlled to the point they

become joint infringers.      

Epic also argues that a user performs step 3 of claim 1, because after

the communication is returned to the user, “the response is read by the user

or stored on the user’s computer.” ‘898 patent, col. 45, ll. 9-16.  However,

McKesson’s expert states that the responses in MyChart are automatically

stored on the user’s computer and “it is immaterial whether the user actually

reads the responses for purposes of complying with the claim terms.”  (Isbell

Decl. ¶ 8.)  Thus, a jury could also find that the user does not perform step 3

of the method.  Therefore, Defendant’s motion for a summary judgment of

noninfringment [#114] is DENIED.  

IV. Claim Construction 

The parties have completed their claim construction briefing pursuant

to Patent Local Rule 6, and this case is ripe for a Markman hearing. 

Therefore, the parties are DIRECTED to appear for a Markman hearing on

Thursday, June 19, 2008 at 10:00 a.m. at the U.S. Courthouse, 75 Spring

Street, Atlanta, GA, Courtroom 2106.  At the hearing, the Court will hear

argument and receive evidence on the parties’ proposed claim constructions. 
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The Court will impose time limits on each party’s presentation.  Thus, the

parties are encouraged to rely to the extent possible on documentary evidence

susceptible to admission, including affidavits.  In addition, each party will be

limited to one expert witness, unless it can make a substantial showing that

more than one expert witness is necessary.  The parties are DIRECTED to

file a summary of the testimony, intrinsic evidence, and extrinsic evidence

expected to be relied upon at the hearing no later than June 12, 2008.

V. Conclusion 

For the foregoing reasons, Defendant’s motion for summary judgment

of noninfringement [#114] is DENIED.  In addition, Defendant’s motion for

leave to file excess pages [#104] is GRANTED, Plaintiff’s motion for leave to

file response under seal [#118] is GRANTED, and Plaintiff’s motion for leave

to file sur-reply [#123] is GRANTED.  Lastly, the parties are DIRECTED to

appear for a Markman hearing on Thursday, June 19, 2008 at 10:00 a.m., in

accordance with the above directives.  

SO ORDERED, this 16th day of May, 2008.

________________                                   
JACK T. CAMP
UNITED STATES DISTRICT JUDGE

Case 1:06-cv-02965-JTC     Document 133      Filed 05/19/2008     Page 10 of 10

A000144






	2011-06-20 - McKesson - Final Opening en Banc Brief - SEARCHABLE
	Addendum to Opening Brief - En Banc Stage



